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OPINION WAS NOT WRITTEN FOR PUBLICATION 




import of the decision being entered today (1) was not written 
for publication in a law journal and (2) is not binding precedent of the Board. 

■» , . m . , „ . Paper No. 33 

,led by: Trial Section Merits Panel 

Box Interference 

Washington, D.C. 20231 

Tel: 703-308-9797 

Fax: 703-305-0942 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



ERIC C. MARTIN, 

Junior Party 
(Patent No. 5, 575, 817) \ 

v. 

ANDREW H. CRAGG, and MICHAEL D. DAKE 

Senior Party 
(Application 08/461,402) 2 



1 0 1999 



PAT. & T.M OFFIPF 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Patent Interference No. 104,083 



Before McKelvey, Senior Administrative Patent Judge . Schafer, Lee 
and Torczon, Administrative patent Judges . 

PER CURIAM 

JUDGMENT 

Junior party Martin has failed to serve its case-in-chief 
testimony on priority by the time such service was due, i.e., 



1 Filed August 19, 1994. 

2 Assigned to Boston Scientific Technology, Inc. Accorded 
the benefit of European applications EP9440284.9, filed February 
9, 1994, and EP94401306 . 9 , filed June 10, 1994. Also accorded 
the benefit of U.S. applications 08/317,763, filed October 4, 
1994, and 08/312,881, filed September 27, 1994. 



Interference No. 104,083 
Martin v. Cragg 

March 1, 1999. Based on party Martin's failure to take 
testimony, party Cragg has filed a miscellaneous motion for 
judgment or a show cause order under 37 CFR § 1.652. 

In a telephone conference conducted at 2:45 PM, March 8, 
1999, between administrative patent judge Jameson Lee and counsel 
to the respective parties, Mr. Peter Davis, counsel to party 
Martin, indicated that the failure to serve its case- in-chief 
evidence was not inadvertent and that the junior party would have 
no objection to the Board's entering adverse judgment against 
party Martin on the basis that its case-in-chief evidence was not 
served. Accordingly, entry of judgment against party Martin is 
now appropriate. 

It is ORDERED that judgment as to the subject matter of 

count 1 is entered against junior party Martin and awarded in 
favor of senior party Cragg. 

It is ORDERED that Eric C. Martin is not entitled to a 

patent containing claim 1 of his involved patent, which 
corresponds to count 1. 

It is ORDERED that on this record, Andrew H. Cragg and 

Michael D. Dake are entitled to a patent containing their 
application claim 89 which corresponds to the count. 

It is ORDERED that upon return of party Cragg' s involved 

application to the primary examiner, party Cragg shall inform the 
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Martin v. Cragg 

examiner of the administrative patent judge's decision (Paper No. 
20) granting party Cragg 1 s motion to correct inventorship (Paper 
No. 16) , and request that the correction, inclusive of the 
accompanying petition and amendment, be processed and entered in 
the official file of party Cragg 1 s involved application. 

It is FURTHER ORDERED that in light of this entry of 

judgment, party Cragg 1 s motion for judgment or an order to show 
cause why judgment should not be entered against party Martin is 
dismissed as moot. 



Fred E. Mckelvey, Senior 
Administrative Patent Judge 



Richard E. Schafer 
Administrative Patent Judge 





imeson Lee 
administrative Patent Judge 




Richard Tor 
Administrative Patent Judge 



BOARD OF PATENT 
APPEALS 
AND 
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Paul P. Prestia 
Ratner & Prestia 
Suite 301 

One Westlakes (Berwyn) 
P.O. Box 980 

Valley Forge, Pennsylvania 19482-0980 

Robert J. Koch 

Fulbright & Jaworski 

801 Pennsylvania Avenue, N.W. 

Washington, D.C. 20004 
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The opinion in support of the decision being entered 
today is not binding precedent of the Board. 
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Box Interference 
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08/117 7#E % J°f{ 9 i' Accorded the benefit of application 
08/317,763, fUed October 4, 1994, now Patent No. 5,609,627, and 
application 08/312,881, filed September 27, 1994. The real Dart v 
m interest is Boston Scientific Technology, Inc. 

Based on application 08/293,541, filed August 19, 1994. 

08/?^ Gfi^VT; 5 ' o" 5 - Accorded the benefit of application 
08/255,681, filed June 8, 1994. The real party in interest is 
Medtronic Aneurx, Inc. 



Interference No. 104,192 
Cragg v. Martin v. Fogarty 

Before McKELVEY, Senior Administrativ e Patent .Tnrig g. and SCHAFER 

LEE and MEDLEY, Administrative Patent ^H^ 7" M ' 

LE E/ Administrative Patent Jiiriqg . 

FINAL DECISIOH AND JUDGMENT 

Introduction 

When this interference was declared on April 23, 1998, 
current junior, party Cragg was then senior party Goicoechea. 
Because of the "granting of a motion to correct inventorship in 
related Interference No. 104,083 for application 08/461,402, the 
same application that is involved in this interference, co- 
inventors George Goicoechea, John Hudson, and Claude Mialhe were 
deleted and the only remaining inventors in that application are 
Andrew H. Cragg and Michael D. Dake. Thus, party Goicoechea 
became party Cragg. Any reference to party Goicoechea should be 
understood as a reference to party Cragg. 

A decision on the parties' preliminary motions was rendered 
on February 11, 2000 (Paper No. 108), "after which party Fogarty 
filed a miscellaneous motion (Paper No. fl2) for leave to file, 
out of time, a preliminary motion 12 to attack the benefit 
accorded party Cragg of European Applications EP94400284.9 and 
EP94401306.9. The motion for leave as well as the preliminary 
motion 12 (Paper No. 113) were granted by a panel consisting of 
administrative patent judges Schafer and Lee (Paper No. 130). 
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The decision on Fogarty' s preliminary motion 12 was adhered to on 
reconsideration (Paper No. 138) by a panel consisting of Senior 
Administrative Patent Judge McKelvey, and Administrative Patent 
Judges Schafer and Lee. This interference was re-declared in 
Paper No. 131 to change the junior/senior status of parties Cragg 
and Fogarty, with Cragg now being junior party. " 

Junior party Martin did not file a preliminary statement. 
It has indicated to the administrative patent judge to which this 
case was assigned that it did not want to participate in this 
interference except to w ride along" for the possibility that (1) 
the only interference-in-fact is determined to be between parties 

• .. ■ i - 

Cragg and Martin (a Cragg contention), and (2) that party Cragg 
will be deprived of its accorded benefit date (a Fogarty 
contention) and cannot demonstrate a sufficiently early date to 
prevail over Martin. 

Because junior party Cragg filed.no case-in-chief during the 
priority phase of this proceeding, it was placed under an order 
to show cause why judgment should not be entered against Cragg. 
Party Cragg requested final hearing for review of the Board' s 
decision on Cragg' s preliminary motions 1 and 2 and on Fogarty' s 
preliminary motion 12. According to party Cragg it should not 
have been made a junior party and thus need not have had to put 
on a priority case in the first instance. Party Fogarty 

- 3 - 
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requested review of the Board's decision on its preliminary 
motions 8 and 10. Oral argument was made on February 28, 2001, 
before administrative patent judges Schafer, Lee and Medley. 

Findings of Fact 

The below-listed findings as well as those contained in the 

■ j£ 

discussion portion of this opinion are supported by a 
preponderance of the evidence: 

1. This interference was declared on April 23, 1998, 
between three parties, Martin, Fogarty, and Goicoechea (now 
Cragg) . 

/* -* 

2. The involved patent of Martin is Patent No. 5,575,817, 

" . ■ .'• " .. •. • {< '. . , 

based on application 08/293,541, filed August 19, 1994."' 

3. The involved application of Cragg is application 
08/461,402, filed June 5, 1995. 

4. The involved application of Fogarty is application 
08/463,836, filed June 5, 1995. 

5. At the time of declaration of this interference, the 

v 

named inventors of Cragg' s involved application 08/461,402 were 
George Goicoechea, John Hudson, Claude Mialhe, Andrew H. Cragg, 
and Michael D. Dake. 

6. Cragg' s application 08/461,402, was also involved in a 
related interference, Interference No. 104,083, between parties 
Cragg and Martin but not Fogarty, wherein a motion to correct 
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inventorship was granted, deleting George Goicoechea, John 
Hudson, and Claude Mialhe as co-inventors, and leaving only 
Andrew H. Cragg and Michael D. Dake. 

7. This interference was re-declared on June 2, 1999 
(Paper No. 106) to reflect that only Andrew H. Cragg and Michael 
D. Dake are named inventors in Cragg' s involved application. 

8. Independent claim 1 of Martin's involved patent reads 

identically as the count in related Interference No. 104,083, and 

tV 

judgment was .entered against party Martin in that interference on 
March 10, 1999. 

9. Claim 2 of Martin' s involved patent depends from claim 
1, and if re-written in independent form it would read the same 
as the count in this interference. 

10. The count of this interference reads as follows (Paper 
No. 16) : 

An apparatus for reinforcing a bifurcated lumen 
comprising: 

a first section, configured to, toe positioned 
within the lumen, comprising: 

an upper limb, configured to fit within the lumen 
upstream of the bifurcation; 

a first lower limb, configured to extend into a 
first leg of said bifurcation when said first section 
is positioned in the lumen, and 
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a second lower limb, shorter than said first lower 
limb, and configured so that when said first section is 
positioned in the lumen, said second lower limb does 
not extend into a second leg of said bifurcation, 

and further comprising 

a second section configured to be positioned 
separately within the lumen and joined to said second 
lower limb of the first section, effectively extending 
said second lower limb into said second leg of said 
bifurcation. 

11. Cragg' s preliminary statement identifies only Michael 
D. Dake as the inventor of the subject matter of the count. 

12. After the rendering of the Board's decision on 
preliminary motions (Paper No. 108) and subsequent service of the 
preliminary statement of party Cragg, Cragg filed a miscellaneous 
motion to amend or correct its preliminary statement to identify 
Andrew H. Cragg and Michael D. Dake as co-inventors of the 
subject matter of the count. (Paper No. 117). 

13. Cragg' s motion to amend was denied. (Paper No. 130). 
A written opinion explaining the basis of that denial followed. 
(Paper No. 140) . Cragg requested reconsideration. The original 
decision was adhered to on reconsideration. (Paper No. 146). 

14. Cragg has not sought review of the Board's denial of 
Cragg' s motion to amend or correct its preliminary statement to 
name both Andrew H. Cragg and Michael D. Dake as inventors. 
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15. Upon declaration of this interference, Cragg was 
accorded benefit of U.S. application 08/317,763, filed October 4, 
1994, European application EP94400284 . 9, filed February 9, 1994, 
and European application EP94401306. 9, filed June 10, 1994. The 
European applications did not identify any inventor and were 
filed by the entity MINTEC SARL. * 

16. Based on representations from individuals associated 
with party Cragg, party Fogarty regarded as true, until the 
service of party Cragg' s preliminary statement, that European 
applications EP94400284.9 and EP94401306.9 were filed by MINTEC 
-SARL on behalf of inventors Goicoechea, Hudson, Mialhe, and 
Cragg. (Fogarty Preliminary Motion 12, Fact No. 5 - not disputed 
by Cragg) . 

17. Michael D. Dake made an assignment of rights, including 
his interests in the invention covered by Cragg' s involved 
application relating to a bifurcated stent-graft, to MinTec, 
Inc., for a one time payment of eight hundred thousand U.S. 
dollars (U.S. $800,000) and other considerations, on May 6, 1996, 
with a stated effective date of April 30, 1996. (Cragg Exhibit 
1025, CE-1025) . The date of assignment was nearly two years and 
three months from the date of filing of EP94400284.9 on February 
9, 1994, and nearly two years from the date of filing of 
EP94401306.9 on June 10, 1994. 

- 7 - 
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18. Parties Cragg and Fogarty evidently treat, without 
dispute, that MinTec, Inc. and MINTEC SARL are related entities 
such that an assignment of interest to the former means the 
latter is an "assign." 

19. Andrew H. Cragg made an assignment of rights, including 
his interests in the invention covered by Cragg' s involved 
application relating to a bifurcated endoluminal prosthesis, to 
MINTEC, INC. on August 22, 1994. (Cragg Exhibit 1021, CE-1021) . 
The date of assignment was six months after the date of filing of 
EP94400284.9 on February 9, 1994, and two months after the date 
of filing of EP94401306.9 on June 10, 1994. , 

. - - ; ' . * 

Discussion '<' 

i — 

A - Foaartv' s Preliminary Motion 12 

In the "Relief Requested" portion of Fogarty' s preliminary 
motion 12, it is stated: 

Fogarty moves under 37 CFR § 1.633(g) to deny the 
senior party the benefit of EP94400284.9 and 
EP94401306.9 on the grounds that neither application 
was filed by (i) the individual now identified as the 
inventor or (ii) on his behalf by his legal 
representatives or assigns. 
The statutory basis of Fogarty' s preliminary motion 12 is 
35 U.S.C. § 119, which states, in pertinent part: 

- 8 - 
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(a) An application for patent for an invention filed in 
this country by any person who has, or whose legal 
representatives or assigns have, previously regularly 
filed an application for a patent for the same 
invention in a foreign country which affords similar 
privileges in the case of applications filed in the 
United States or to citizens of the United States, or 
in a WTO member country, shall have the same effect as 
the same application would have if filed in this 
country on the date on which the application for patent 
for the same invention was first filed in such foreign 
country, if the application in this country is filed 
within twelve months from the earliest date on which 
such foreign application was filed; .... (Emphasis 
added.) 

As the motion panel's decision on reconsideration (Paper No 
138) states on page 3, a statement with which we agree and adopt 
■ herein: 

. ; - . ." ; - ■ ' . t . . .. 

We interpret the above-quoted "any person who' has, 
or whose legal representatives or assigns have" 
language as. meaning that the previously filed foreign 
application or one 

who was, at the time of filing of the previously filed 
foreign application, already a legal representative or 
assign of that person. This view is necessary to 
ensure a link between the presently involved 
application and the earlier filed foreign application 
with respect to the particular inventor. A contrary 
interpretation would cause entitlement to benefit to be 
negotiable as a commodity between unrelated entities. 
Note that if party Martin or party Fogarty now assigned 
its involved patent or application to MINTEC, that does 
not and should not mean party Martin or party Fogarty' s 
involved case should suddenly be entitled to the 
benefit of the earlier filing dates of party Cragg' s 
European applications, on the basis that the European 
applications were previously filed by MINTEC who is now 
the assignee of party Martin or party Fogarty' s 
involved patent or application. 



n 
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Our view is consistent with the opinion of the Court of 
Customs and Patent Appeals in Voael v. Jnn P s r 486 F.2d 1068, 
1072, 179 USPQ 425, 428 (CCPA 1973), wherein the court determined 
that a foreign application made by the assignee of a U.S. 
applicant, on behalf of one other than the United States 
inventor, is irrelevant to the rights of priority of the U.S. 
inventor. The Vogel case concerns 35 U.S.C. § 119, not 35 U.S.C. 
§ 116 or § 120. Contrary to a suggestion by party Cragg in its 
reply brief at final hearing, Vogel has not been made outdated by 
statutory amendments to 35 U.S.C. § 116 and § 120 in 1984. The 
inventive entity may not always be identical between a U.S. 
application as a whole and an ancestral corresponding application 
in a foreign application. E.g. , Reitz v. inmiA . 39 uSPQ2d 1838> 
1840) (Bd. Pat. App. & int. 1996) ("the proposition that the 
inventive entity must be the same in both the foreign and the 
corresponding U.S. application in order to obtain benefit can no 
longer be accepted, if it ever was, as a hard and fast rule in 
view of the liberalization of the requirements for filing a U.S. 
application as joint inventors wrought by the 1984 amendment of 
35 U.S.C. § 116."). But with regard to any particular invention 
at issue or involved in an interference, 35 U.S.C. § 119 still 
includes the language concerning filing in a foreign country by 
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assigns or legal representatives of the one who files for that 
invention in the United States. 

We have reviewed Schmitt v. Babcock , 377 F.2d 994, 153 USPQ 
719 (CCPA 1967), a case mentioned by Cragg during oral argument 
at final hearing as somehow being in support of its position, but 
it does not help Cragg' s position. The Schmitt- case, from a pre- 
1984 era, relates to an inconsistency or disagreement in 
inventorship between the U.S. application, and the foreign 
application and a resolution of that disagreement prior to 
accordance of benefit. Here, inconsistency or disagreement in 
inventorship is riot the issue. Nothing in Schmitt purports to 
riot recognize the. filing by assigns requirement of 35 U.S.C. 
§ 119. Even if it does, that would be contrary to the Vocrel case 
which is later in time and thus takes precedent over Schmitt . 

It is not in dispute that the assignment from Michael D. 
Dake to Mintec, Inc. occurred subsequent to the filing of the two 
European applications. In its request for reconsideration (Paper 
No. 137) of the granting of Fogarty' s preliminary motion 12, on 
pages 4-5, Cragg stated: 

Mintec, the applicant in the EP applications in 
question, was the assignee of both Dr. Cragg and Dr. 
Dake, albeit the assignment by Dr. Cragg came several 
months after those applications had been filed and the 
assignment by Dr. Dake came more than a year after they 
had been filed. 
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Note Cragg' s exhibit CE-1025, an assignment document from Mr. 
Michael D. Dake to MinTec, Inc., which was executed on May 6, 
1996, more than two years after the filing of EP94400284 . 9, and 
nearly two years after the filing of EP94401306. 9. 

Cragg's brief at final hearing does not appear to argue that 
under 35 U.S.C. § 119, a subsequent assignment ; puts an assignee 
in the same position as if it were a "legal representative" or 
"assign" of the inventor at a previous t#pe when a foreign 
application for the same invention was filed by that assignee. 
In any event, that argument, if made, would be rejected because 
..it ignores plain statutory language to the. contrary.' Cjragg has 
not set forth evidence of legislative history which clearly, 
indicates that the statute does not mean what it plainly says. 

Two new arguments have been raised for the first time by 
party Cragg in its reply brief at final hearing, which should 
have been raised, if at all, in its opposition to Fogarty' s 
preliminary motion 12. The first new argument is this: That the 
two European applications were filed by MINTEC SARL for an 
invention "actually made" by Michael D. Dake and Andrew H. Cragg, 
regardless of assignment, and that this should satisfy the filing 
by assign or legal representative requirement of 35 U.S.C. § 119. 
The second new argument is raised by the last . sentence on page 10 
of Cragg's reply brief, which reads: "There is no requirement 
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either in Section 119 or in case law that the assignment must 
have been perfected before the EP applications, were filed in 
order to rely on those applications for priority purposes." The 
statement implies that somehow there was at least an obligation 
of assignment which only was not perfected or formalized until 
after the filing of the European applications, and that this 
should satisfy 35 U.S.C. § 119. 

The two new arguments were not in Cragg' s opposition to 
Fogarty's preliminary motion 12, and still not in Cragg' s request 
for reconsideration of the motion panel's decision on Fogarty's 
preliminary motion 12. They further still do not appear to be 
contained in Cragg' s principal brief at final hearing. 4 These 
arguments do not involve mere statutory construction, but are 
also fact determinative. If the new arguments were timely raised 
in Cragg' s opposition to Fogarty's preliminary motion 12, 

In its principal brief at final hearing on paqe 24 
Cragg states: "Michael Dake had assigned his invention to Mintec 
nrfni 1 ? c °^ al ? 0 rat ion with Andrew Cragg on the claimed invention 
KiEU ? - J^ llng ° f the EP aPP^cations is acknowledged. 
^ 1 r"" 1 ' Thls cannot be reasonably construed as an argument 
that the European applications filed by MINTEC SARL were for an 
invention actually made by Michael D. Dake and that that would 
satisty the filing by assigns requirement of 35 U.S.C § 119 in 
any event, raising such an argument for the first time in the 
ExS^F^f ^. final hearing would nonetheless be untimely. 
Exhibit CE1025 also does not speak of any "collaboration" in the 
sense of there being a common goal, but mere discussion, 
consultation, and communication between Michael D. Dake and one 
or more of Messr. Goicoechea, Cragg, and Hudson on a topic and 
whatever contributions Dr. Dake may have made" (Emphasis added). 
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pertinent facts could have been presented by both parties and 
Fogarty would have had an opportunity to explore and possibly 
discredit Cragg' s assertions. We decline to entertain new 
arguments which were not presented in Cragg' s opposition to 
Fogarty' s preliminary motion 12. 

Accordingly, we address only those arguments of Cragg which 
were raised in its opposition to Fogarty' s preliminary motion 12. 

Cragg argues that Fogarty' s preliminary motion 12 was based 
on the representation in Cragg' s preliminary statement that 
Michael D. Dake was the inventor for the subject matter of the 
count, and yet applicable precedent indicates that preliminary 
statements can only be used as an effective admission of the 
earliest or limiting date of. invention provable by the party. 
Cragg s argument bverTtfdks the 198 4 changes to 35 U.S.C. § 116 
and a corresponding change to 37 CFR § 1.622 regarding the 
content of preliminary statements. Cragg' s argument is rejected. 

There are many precedents, including the one cited by Cragg, 
Dewey v. Lawton, 347 F.2d 629, 631, 146 USPQ 187, 188 (CCPA 
1965), which set forth the law that the date alleged in a party's 
preliminary statement only constitutes a limiting date. Thus, 
although a party may prove a date of invention that is earlier or 
later than the alleged date, it cannot be entitled to a date that 
is prior to the alleged date. Those cases all. focus on 
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the assertion of a date of invention and are not concerned with 
any identification of inventorship in the preliminary statement. 
Identification of inventorship did not become a requirement for 
preliminary statements until an amendment was made to 37 CFR § 

1.622 in 1984 when Title 35, United States Code, was amended to 

s. 

provide that not every named inventor has to have made a 
contribution to every claim in a patent application. In 
pertinent part, 35 U.S.C. § 116 now states: 
§ 116 ^Inventors 

When an invention is made by two or more persons 
jointly, they shall apply for patent jointly and-each 
make the required oath, except as otherwise provided in 
this title. Inventors may apply for a patent jointly 
even though (1) they did not physically work togetfter 
or at the same time,. (2) each' did riot make the same 
type or amount of contribution, or (3J each did not 
■ , make a contribution to the subject matter of every 
claim of the patent. 

Thus, when an application is filed which names multiple 
inventors, it is not known which inventor (s) contributed to the 
subject matter of which claims, or to the count in an 
interference, even though that information may be relevant to the 
requirements for accordance of benefit in an interference. Rule 
1.622, as amended in 1984, partially addresses that problem by 
requiring in a preliminary statement identification of the 
inventors of the subject matter of the count. It reads, in 
pertinent part: 
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(a) A party's preliminary statement must identify 
the inventor who made the invention defined by each 
count and must state on behalf of the inventor the 
facts required by paragraph (a) of §§ 1.623, 1.624, and 
1.625 as may be appropriate. ... 

Thus, the established precedent focusing on the effect of 

assertions of invention dates and not concerned with 

identification of inventorship are not apposite. 

Cragg argues: 

Rule 629, entitled "Effect of preliminary statement," 
is the only rule that addresses the consequences for 
allegations made in a preliminary statement, such 
consequences being limited to dates and issues of 
proving priority. Importantly, Rule 629 was amended at 
the same time Rule 622 was amended (in 1984). to tequire 
identification of inventors in a preliminary statement, 
but the amendment did not create -an admission as tp 
inventorship. Rule 629 fat) states: 

A party shall be held to any date alleged in 
the preliminary statement . Doubts as to 
definiteness or sufficiency of any allegation 
in a preliminary statement . . . will be 
resolved against the party filing the 
statement by restricting the party to its 
effective datg or the latest date of a period 
alleged in the preliminary statement. 
(Emphasis in original) . ; 

• r 

But again, this rule focuses on the effect of assertions as to a 
date of invention. It is concerned with ambiguities or 
indefiniteness in the assertion of a date of invention, and is 
not concerned with anything about the naming of inventors. The 
rule gives notice of something not so plain and obvious, i.e., 
that if a range of dates is asserted, then the party making the 
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assertion is limited to the latest of such dates. For instance, 

if a party asserts that its invention was made;, in a period from 

January through March of a certain year, then the earliest date 

of invention the party is entitled would be March 31st. 

There need not be a rule to state that which is plainly so, 

e -q- ' that what a party represents to an administrative tribunal 

or an opposing party can be used against the party if the 

representation is relevant to an adjudication of the party's own 

rights or the rights between the parties.. Party Cragg is not 

charged with a crime and is not being interrogated in a criminal 

investigation such that it must be "mirandized" — warned that 

• - i[ 
anything it says can and will be used against it in a court of 

law -t before it makes a usable statement. What is important is 
that party Cragg be given an opportunity to explain or correct 
any misstatement it might have made and which has been relied 
upon by either the tribunal or the opposing party. There was 
ample such opportunity in this case. 

Concurrently with the filing of its opposition to Fogarty' s 
preliminary motion 12, Cragg filed a motion under 37 CFR § 1.628 
to amend or correct its preliminary statement, to name not just 
Michael D. Dake as the only inventor of the subject matter of the 
count, but Andrew H. Cragg and Michael D. Dake as co-inventors. 
That was a full opportunity for party Cragg to present all the 
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evidence it wanted to present on the issue, to demonstrate that 
it had made an error in only naming Michael D. Dake as the 
inventor of the subject matter of the count. That motion was 
denied on April 7, 2000, in Paper No. 130. Party Cragg requested 
reconsideration of that decision. The original decision was 
adhered to in a reconsideration decision on June 27, 2000, in 
Paper No. 146. Party Cragg has not sought review of that 
decision at final hearing. 

Party Cragg further argues that the outcome here is unfair 
because as the original senior party it need not have filed a 
preliminary statement, and if it did not file a preliminary 
statement, then none of this would have ensued. *. The argument is 
rejected. If Cragg had not filed a preliminary statement, it 
Would not have revealed information which ultimately led to its 
being deprived of benefit to the earlier filing dates of foreign 
applications. But this result is not. unfair if, as it is here, 

all pertinent information were f known, Cragg would not be 

. t 

r' 

entitled, under the law, to those earlier filing dates. Cragg 
had ample opportunity to show that the information it had first 
given was a mistake but failed to make a successful showing. 

When 35 U.S.C. § 116 was amended in 1984 to permit co- 
inventors to be jointly listed as inventors without all of them 
having contributed to each and every claim in an application, a 
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corresponding change was made in 35 U.S.C. § 120 (relating to 

benefit to the earlier filing date of previously filed United 

States applications) to require not identity but merely an 

overlap of inventor (s) between the application seeking benefit 

and the earlier filed application. The change to 35 U.S.C. § 120 

was necessary because additional or non-overlapping inventors may 

be present due to the inclusion of claims drawn to different 

subject matter. No such change was necessary, however, with 

respect to the requirement of 35 U.S.C. § 119 that the person who 

has filed for a patent on an invention (here the invention of the 

count) must have previously regularly filed for a patent on the 

■ • • : '. - : - << 

same invention in a foreign country, whether it. is through' legal 

representatives or assigns. Indeed, no change was made. The 

contexts and requirements" of : '*35''.u!.S :.C. § 119 and 35 U.S.C. § 120 

are different. That Michael D. Dake being a sole inventor for 

the subject matter of the count is not a problem under 35 U.S.C. 

§ 120 with respect to earlier filed United States applications 

v 

does not mean Cragg can expect that it should also not be a 
problem insofar as benefit to foreign applications are concerned. 
Satisfaction of requirements under 35 U.S.C. § 120 entitles a 
party only to the earlier filing date of a previously filed 
United States application, not a foreign application. 
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Alternatively, even assuming that Cragg' s identification of 
Michael D, Dake as the only inventor for the subject matter of 
the count is a mistake and that Cragg has been allowed to amend 
its preliminary statement to identify both Andrew H. Cragg and 
Michael D. Dake as co-inventors of the subject matter of the 
count, that still does not help party Cragg in any meaningful 
way. Like Michael D. Dake, Andrew H. Cragg also did not assign 
his rights to MinTec, Inc. until after European application 
EP944002B4.9_.was filed on February 9, 1994, and European 
application EP94401306.9 was filed on June 10, 1994. 

Cragg' s Exhibit CE1021 is an assignment from Andrew Cragg, 
Claude Mialhe, George Goicoechea, and John Hudson to MINTEC, INC. 
It was executed by Andrew H. Cragg on August 22, 1994. 
Accordingly, MINTEC SARL was not an assign of either Michael D. 
Dake nor Andrew H. Cragg when it filed European applications 
EP94400284.9 and EP94401306.9. In that connection, we vacate the 
Board's previous finding in paragraph no. 7 of Paper No. 130 
which stated: "The European applications' EP94400284.9 and 
EP94401306.9 were filed by the assignee MINTEC SARL on behalf of 
inventors Andrew H. Cragg, George Goicoechea, John Hudson, and 
Claude Mialhe." That finding was made when the question of when 
Andrew H. Cragg assigned his rights was not an issue and also 
prior to party Cragg' s representation to the Board in its request 
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for reconsideration of the Board's granting of Fogarty' s 
preliminary motion 12 that Andrew H. Cragg did not assign his 
rights to Mintec until several months after the European 
applications were filed. It lacks adequate basis in the record. 5 
Cragg still further argues that because it has been accorded 
benefit to the September 27, 1994 filing date of application 
08/312,881 (granting of Cragg' s preliminary motion 7) and because 

that application claims foreign priority to EP94400284.9 and 

it 

EP94401306.9,. which claim was granted by an examiner and not 
challenged in this interference, it still should have benefit of 
the filing dates of EP94400284.9 and EP94401306. 9. The argument 
is without merit. 

As the Board's decision on reconsideration (Paper No, 138) 
has stated on page 6: 

Benefit to the two European applications cannot be 
obtained indirectly through the intermediate 
application 08/312, 881, where the required overlap in 
inventor/filer is missing between the involved 
application and the European applications. This is not 
the same issue as satisfying the M filing within one 
year requirement of § 119" through an intermediary 
United States parent application. 



Our authority and discretion to vacate the previous 
finding does not depend on whether Fogarty has asked the Board to 
reconsider the finding or when the request by Fogarty was made. 
We dismiss Cragg' s argument that Fogarty was late in asking the 
Board to reconsider the previous finding. 
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Cragg has offered ho reason why the above-quoted analysis is 

erroneous. Here, we add the following observations. 

Having benefit to the 9/27/94 filing date of application 

08/312,881 means Cragg' s involved application is deemed to have 

been filed not on the actual filing date of June 5, 1995, but on 

September 27, 1994. That brings Cragg' s involved application 

much closer in time, by approximately 8 months, to any foreign 

application with respect to which it desires to be accorded 

benefit. With that shortening of the time gap, it is easier to 

satisfy the "within twelve months" time requirement of 35 U.S.C. 

§ 119. It does not mean Cragg' s involved application stands in 

the shoes or otherwise takes the place of the earlier filed 

domestic application. Benefit is still considered from the 

perspective of the claims or counts at issue in Cragg' s involved 

application. Whether application 08/312,881 is entitled to 

benefit with respect to any claim contained therein is 

irrelevant, not at issue, and has not been determined in this 

proceeding. We are concerned with the claims of Cragg' s involved 

application and the count in this interference. Fogarty is also 

correct in stating (Opp. Brief at 8): 

Cragg' s further argument on page 24 that 35 USC § 119 
priority "has not been challenged" for Serial No. 
08/312,881 also is irrelevant. In the context of an 
interference, rights under 35 USC § 119 and § 120 arise 
with respect to an embodiment within the count in a 
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benefit application. Hunt v. Treppschuh , 523 F.2d 
1386, 187 USPQ 426 (CCPA 1975) . It is thus inaccurate 
to speak of priority between applications, without 
reference to claims and/or a count. (Emphasis in 
original. ) 

For the foregoing reasons, Cragg has shown no error in the 
motion panel's granting of Fogarty' s preliminary motion 12. 
B. Foaartv' s Preliminary Motions 8 and 10 

In a decision mailed February 11, 2000 (Paper No. 108), the 

motions panel denied Fogarty' s preliminary motion 8 under 37 CFR 

§ 1.633(e) (1). which sought to declare another interference 

between proposed new claim 62 of an uninvolved application 

08/684, 508 of Fogarty and claim 89 of Cragg' s involved . 

• • \\ 
application 08/461,402, and claim .1 of Martin' s involved Patent 

No. 5,575,817. The decision gave two grounds for denying the 

preliminary motion: 

(1) that the proposed new interference is barred 
by 35 U.S.C. § 135(b) because no claim which is the 
same or substantially the same as Martin's supposedly 
interfering patent claim 1 had been made by Fogarty 
within the critical one year period of 35 U.S.C. 

§ 135(b) ; and 

(2) that Fogarty failed to demonstrate that there 
is interference-in-fact between the allegedly 
interfering claims. 

Fogarty argues, first, that we misapplied the requirements 
of 35 U.S.C. § 135(b) and that if correctly applied, the 
requirements of 35 U.S.C. § 135(b) are met. Fogarty further 
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argues that there is no requirement in 37 CFR § 1.637 or 
otherwise, in connection with a preliminary motion to declare an 
additional interference, that the moving party has to demonstrate 
the existence of an interference-in-fact between the allegedly 
interfering claims. 

1 . Interference- In- Fact 

According to Fogarty, it can find nothing in the 
interference rules which requires that in order for a preliminary 
motion td declare an additional interference to be granted, the 
preliminary motion must establish or demonstrate that an 
interference-in-fact exists between the claims sought to be 
involved in the additional interference. While there n&y be no 
express requirement,, the decision on preliminary motions (Paper 
No- 108) on pdge't%'^tlnes^X^2li states that the requirement is 
an implicit one: 

Secondly, it is implicit th$it to demonstrate 
entitlement to the declaration of an additional 
interference as is requested in Fogarty' s motion,* 
Fogarty must demonstrate that there>*is interference-in- 
fact between Goicoechea's [Cragg after deleting 
Goicoechea as a co-inventor] application claim 89 and 
claim 62 of Fogarty' s uninvolved application 
08/684,508. (Emphasis added.) 

Party Fogarty' s brief at final hearing does not explain why 
it is not an implicit requirement that a motion to have an 
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interference declared must demonstrate that the claims said to 
interfere with each other actually interfere with each other, 
i-e. , that there is interf erence^in-fact between the allegedly 
interfering claims. Moreover, the very first sentence of 37 
CFR § 1.637(a) is this: "A party filing a motion has the burden 
of proof to show that it is entitled to the relief sought in the 
motion." (Emphasis added). 

We decline to simply take a moving party's word that one of 
its claims interferes with one or more claims of other parties; 
We reiterate our holding in the decision on preliminary motions 
that it is an implicit requirement for a preliminary motion to 
have another interference declared that the motion must' 
demonstrate that there is interf erence-in-f act between the 
allegedly interfering claims. Fogarty' s brief at final hearing 
does not address the point of "implicit" requirement and thus has 
not shown that the motion panel was erroneous. 

Fogarty also asserts that in any event the Board's two-way 
interf erence-in-f act analysis follows the Trial Section's 
precedential decision in Winter v. Fuiita , 53 USPQ2d 1234 (Bd. 
Pat. App. & Int. 1999), but that was not the criteria in October 
1998 when preliminary motions were filed in this proceeding. We 
suppose that what Fogarty is arguing is that had it known of the 
two-way analysis requirement at the time it filed its preliminary 
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motion 8, it could have tried to demonstrate satisfaction of the 

two-way requirement. That is true, but as was explained in our 

initial decision, Fogarty has failed to explain why there is 

inter ference-in- fact, in either direction, e.g. , neither from 

Martin's claim 1 or Cragg' s claim 89 to Fogarty' s claim 62, nor 

from Fogarty' s claim 62 to Martin's claim 1 or Cragg' s claim 89. 6 

Note also that the declaration of an interference is a 

discretionary matter. See Ewina v. Fowler Car Co, , 244 U.S 1, 

10-11 (1917) .(explicitly rejecting the assertion of an 

applicant's right to declaration of an interference). It is not 

an abuse of discretion to not declare an interference where the 

• , - - ' ' ' ' f ' 

moving party has not demonstrated that there is a conflict or 

inter fererice-in- fact between opposing claims; regardless of 

whether the interference rules expressly require a demonstration 

of conflicting subject matter or inter ference-in-f act . 



The motion panel's decision observed that Fogarty' s 
position that Cragg' s claim 89 and Martin's claim 1 are 
unpatentable over prior art while Fogarty' s claim 62 is 
patentable over that same prior art is contrary to the position 
that Fogarty' s claim 62 defines the same patentable invention as 
Cragg' s claim 89 and Martin's claim 1. Fogarty' s brief at final 
hearing points out that the motion panel rejected Fogarty' s prior 
art argument and that Cragg has not sought review of that issue. 
But. at best the circumstance pointed out by Cragg only eliminates 
an apparent inconsistency. It does not demonstrate affirmatively 
that the claims define the same patentable invention. 
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2. 35 U.S. C. § 135(b) Bar 

- There is no dispute that Fogarty' s amendment in its 

uninvolved application 08/684,508, proposing to add claim 62 to 

provoke an interference with claim 89 of Cragg' s application 

08/461,402 and claim 1 of Martin's Patent No. 5,575,817, is filed 

more than one year after the date of issuance of Martin's Patent 

No. 5,575,817. The question at issue is whether Fogarty had 

another claim, drawn to the same or substantially the same 

it 

invention asJlartin's claim 1, that was pending within one year 
subsequent to the date of issuance of the Martin patent. If so, 
claim 62 is not barred. If not, then claim 62 is barred* 
In pertinent part, 35 U.S.C. § 135(b) states: 

* 

. A claim which is the same as, or for the same or 
substantially the same subject matter as, a claim of an 
issued patent may not be made in any application unless 
such a claim is made prior to one year from the date on 
which the patent was granted. 

Even though the new interference. proposed by Fogarty 
involves claim 1 of Martin's patent, Fogarty attempted to 
demonstrate that it had a claim drawn to substantially the same 
subject matter as Martin's claim 1 by showing that it was 
claiming, within the critical one year period, the same invention 
as Martin's claim 2. Martin's claim 2 depends from claim 1 and 
in independent form represents the count of this interference. 
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In the motion panel's initial decision (Paper No. 108, pages 
52-53) , it was stated: 

There is no indication anywhere by any party that 
Fogarty' s uninvolved application 08/684,508 had a claim 
drawn to substantially the same subject matter as 
Martin's claim 2. While Fogarty' s involved application 
[08/463,836] in this interference include claims which 
correspond to the count which is Martin's oJLaim 2, that 
does not mean Fogarty' s uninvolved application 
08/684,508 has at any time included a claim drawn to 
substantially the" same subject matter as Martin's claim 

In its brief for final hearing, Fogdrty argues that so long 
as it was claiming the required subject matter in some earlier 
application within one year of the issuance of the Martin patent, 
it passes muster under 35 U.S.C. § 135 (b). . Fogarty cittU two 
decisions of the Court of Customs and Patent Appeals, In re 
Schutte , 244 F.2d 323, 113 USPQ 537 (CCPA 1981) and Corbett v. 
Chisholm , 568 F.2d 759, 196 USPQ 337 (CCPA 1977), two decisions 
of the Board of Patent Interferences, Tezuka v. Wi1snn r 224 USPQ 
1030, 1036 (Bd. Pat. Int. 1984), 01 in" v. Dn^rr . 175 USPQ 707 (Bd. 
Pat. Int. 1972), and one decision of the><Board of Patent Appeals 
and Interferences, Bowen v. Bihlmaier . 231 USPQ 662 (Bd. Pat. 
App. & Int. 1986), in support of its view. Fogarty points out 
that its uninvolved application 08/684,508 is a file wrapper 
continuation of application 08/255,681, to which it has been 
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accorded benefit in this interference and with respect to which 
Fogarty' s involved application is a divisional* application. 

Cragg' s opposition brief does not take up and address the 
issue as noted above. We find Fogarty' s presentation persuasive 
at least in the circumstances of this case. Consequently, we no 
longer rely on the above-quoted portion of the .motion panel's 
decision to deny Fogarty' s preliminary motion 8. 

Another issue, however, nonetheless ^undermines and precludes 

the granting -of Fogarty' s preliminary motion 8. As was explained 

in the motion panel's decision on page 53: 

[W]e disagree with Fogarty' s contention that if a claim 
the. same as Martin's claim 2 is made in -an -'application, 
then a claim the same as Martin's claim 1 is also 
necessarily made, simply because Martin's claim 2 
; ; depends f^ thus includes all 

features J of M^ 

Fogarty, In re Schutte , 244 F.2d 323, 113 USPQ 537 
(CCPA 1981), does .not hold that so long as every 
feature of a claim is present in another claim then 
substantially the same subject matter is being claimed. 
In Schutte , no other difference between two claims is 
at issue, except for the one which the Court regarded 
as different in language but same irv substance. 

Fogarty' s view leads to the erroneous result that a claim 

directed to patentably distinct and separately patentable subject 

matter as that of another claim can be regarded, at the same 

time, as claiming the same or substantially the same invention as 

that other claim. Party Cragg should note that Martin's claim 2 

can be separately patentable and patentably distinct from 
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Martin's claim 1 even though it depends from claim 1 and 
undoubtedly includes every limitation of claim 1. 

Because it is important that we fully address Fogarty' s 
arguments, we reproduce portions of Fogarty' s brief below (Br. at 
7-8): 

Fogarty responded to Cragg' s assertion of 
noncompliance with 35 USC § 135(b) by noting that the 
determination under the statute is: 

[W]hether the claim which was pending had all 
the material limitations of the' patent claim. 
In -re Schutte, 244 F.2d 323, 113 USPQ 537 
(CCPA 1981) . If the pending claims had all 
the material limitations there is compliance 
with the statute even if different language- ; 
is employed. [Fogarty Reply, p, 5, original 
italics] i{ 

This principle of law has been applied for at 
least half a century, as is apparent from the 
authorities cited in the last two paragraphs on page 5 
of Fogarty's Reply, i.e., Ex parte Bowen, 80 USPQ 106 
(Bd. App. 1947), Stalego v. Heymes, supra, Olin v. 
Duerr, supra, and In re Schutte, supra. 

The decision adopted Cragg' s argument but with one 
possible exception did not address (nor acknowledge) 
the precedents cited by Fogarty. 

r 
f 

The test in each of Bowen, Stalego, Olin and 
Schutte for determining compliance with 35 USC § 135(b) 
is straight forward: is a limitation of the patent 
claim material and if so, is it claimed by the 
applicant, expressly or inherently? [Footnote omitted] 
Application of this test to different fact patterns is 
seen in a comparison of the results in, for example, 
(l) Corbett v. Chisholm, supra, where there was no 
compliance because a limitation was material but was 
neither disclosed nor inherent, (ii) Bowen 



v. 
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Bihlmaier, supra where compliance was found because the 
material limitation was substantially claimed albeit in 
different language, (iii) Connin v. Andrews, 223 USPQ 
243 (Bd. Pat. Int'f. 1984) where the limitation, while 
material and undisclosed, was inherent, and (iv) 
Pizzurro V. Pfund, 1 USPQ2d 1056 (Bd. Pat. Int'f. 1984) 
where a limitation was material and claimed. 

In our view, none of the authorities Fogarty cites sets 
forth the principle that so long as every material limitation of 
a patent claim is included in an applicant's claim, then the 
applicant has claimed substantially the same invention as the 
patent claim.-regardless of whether the applicant' s claim includes 
additional features which may render the applicant's claim 
patentably distinct or separately patentable from the patent 
claim. * 

Except for In re Tanke , 213 F.2d 551, 102 USPQ 83 (CCPA 
1954), Staleao v. Hevmes , 263 F.2d 334, 120 USPQ 473 (CCPA 1959), 
Wetmore v. Miller , 477 F.2d 960, 177 USPQ 699 (CCPA 1973), and 
Corbett v. Chisholm , 568 F.2d 759, .196 USPQ 337 (CCPA 1977), none 
of the other cases cited by Fogarty 7 for determining whether 

r 

substantially the same invention was being claimed by an 



7 Not Rieser v. Williams , 255 F.2d 419, 118 USPQ 96 (CCPA 
1958); not In re Schutte . 244 F.2d 323, 113 USPQ 537 (CCPA 1981); 
not Ex parte Bowen , 80 USPQ 106 (Bd. App. 1947); not Olin v. 
Duerr, 175 USPQ 707 (Bd. Pat. Int. 1972); not Connin v. Andrews , 
223 USPQ 243 (Bd. Pat. Int. 1984); not Pizzurro v. Pfund , i 
USPQ2d 1056 (Bd. Pat. Int. 1984); not Bowen v. Bihlmaier , 231 
USPQ 662 (Bd. Pat. App. & Int. 1986). 
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applicant discussed as an issue whether the applicant's claim 
contained additional features which made the application claim 
not substantially the same as the patent claim. Fogarty too 
strictly applied the principle that if every material feature of 
the patent claim is present in the application claim then 
substantially the same invention is being claimed by the 
applicant. The mistake lies in not recognizing that the 
applicant's claim may include material features that render the 
applicant's claim patentably distinct and separately patentable 
from the patent claim. 

In Staleao v, Hevmes , 263 F. 2d 334, 335, 120 USPQ £73, 475 
(CCPA 1959) , the Court of Customs , and Patent Appeals stated: 

Those decisions. [citing to precedents] hold, in effect, 
that claims are not for substantially the same subject 
matter if one of them contains one or more material 
limitations which are not found in the other. 
Accordingly, the ultimate question to be decided in 
such cases is generally whether specific differences 
between claims are material; an4 that is a question 
which must be decided largely on the basis of the 
particular circumstances of each case. 

In Stalego, the Court reviewed the additional features of the 

reissue applicant's claim and stated that it did not regard any 

of those limitations as important. In analyzing the additional 

features claimed by the reissue applicant, the Court in Staleao , 

263 F.2d at 338, 120 USPQ at 477, referred to one feature as not 

having criticality and another as adding nothing of consequence. 
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The key is that the limitations of the applicant's claim at issue 
must be examined and are relevant too for materiality, not just 
the features of the patent claim. In Wetmore v. Mill or r 477 F.2d 
960, 177 USPQ 699, 701 (CCPA 1973), the Court of Customs and 
Patent Appeals cited to Rieser v. Williams . 255 F. 2d 419, 118 
USPQ 96 (1958) and Staleao v. Hevmes . 263 F.2d 334, 120 USPQ 473 
(1959), as setting forth the criterion that has been adopted by 
the CCPA for determining the applicability of section 135(b). 

We do not regard Wetmore v, M11W making any change to 
the criterion set forth in Staleao v. Hevmes . Evidently, neither 
does Fogarty. In Wetmore, in light of the additional "fusible" 
limitation contained in the applicant's claim, the Court stated 
that the Board made too much emphasis on the fact that the patent 
claim applies to multiple embodiments and gave insufficient 
weight to embodiments in the patent using a heat fusible member. 
Note that the patent claim utilized means-plus- function features 
under 35 U.S.C. § 112, sixth paragraph. Clearly, the Court 
considered the technical significance of 'features in the 
applicant's claim in a comparison with the claim of the patentee. 

In Corbett v. Chisholm, supra , and as Fogarty itself has 
noted, (Reply at 6, lines 19-25), in response to a restriction 
requirement the applicant elected to prosecute apparatus claims 
instead of method claims as the patentee had claimed and the 
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patentee's method could be practiced with apparatus materially 
different from that which the applicant elected. On that basis, 
the Court held that the applicant's claim and the patentee's 
claim defined patentably distinct inventions. Thus, the 
applicant was not claiming substantially the same invention as 
the patentee. What this suggests is that the features claimed by 
the applicant, over and above that which is claimed by the 
patentee, are important and cannot be ignored. 8 

As for In re Tanke , 213 F.2d 551, 102 USPQ 83 (CCPA 1954), 
it does not hold, as Fogarty argues on page 8 of its reply, that 
w a mere distinction in breadth or scope" does not define & 
separate "invention. The language of In re Tanke must be read in 
context. What it actually conveys is that where the subject 
matter of the diflererttl^ has already been 

determined as being directed to substantially the same invention, 
the specific variations are a mere distinction in breadth or 
scope within the same or substantially the same subject matter 
and thus do not define separate inventions or inventions which 
are not substantially the same. Note that In re Tanke states, 
213 F.2d at 555, 102 USPQ at 85: 



8 Note also that other claims of the applicant did not 
include one or more material features of the patentee's claim. 
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Furthermore/ it should be noted that the terms 
"draft structure'' defined by appellants' original 
claims 6 and 14, and the terms such as Mrawbar^ 
receiving member" and M bail-receiving member" in the 
appealed claims seem to be; merely different expressions 
for essentially the same apparatus both structurally 
and functionally. 

The final conclusion of the board in this case 
holding that the recitation of the draft structure in 
the appealed claims "to be different in scope from that 
recited in claim 14" does not appear to legally 
establish that such claims are not for substantially 
the same subject matter. 

In dealing with competing claims, one group of 
which was drawn to a spring which assisted in both 
lifting" and lowering certain plow beams therein 
defined, and another group which merely defined the 
function of the spring as assisting in the lifting of 
said beams, the Supreme Court held that both groups of 
claims were for the same cwsrnbi nation; ... and t&at' 
such [one group of] claims should they consist of 7 
nothing more than a mere distinction in breadth or 
scope when compared to the [other group of] patented 
claims, do not define a separate invention or subject 
matter which is not substantially the same. Miller v. 
Eaale Manufacturing Co. , 151 U.S. 186 [citations 
omitted]. (Empahsis added.) 

Fogarty's claim 27, the same as original claim 27 in 
Fogarty's parent application 08/255,681 filed on June- 8, 1994, 

r 
r 

was made within the one-year of November 19, 1996, the date of 
issuance of Martin's Patent No. 5,575/817. Even assuming that 
claim 27 includes every feature of Martin's dependent claim 2, 

and therefor it must include every feature of Martin's 
independent claim 1, that does not mean Fogarty had claimed 
substantially the same invention as Martin's claim 1. Martin's 
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independent claim 1 formed the basis of the count in related 
Interference No. 104,083. Martin's dependent claim 2 forms the 
basis of the count in this interference (See Paper No. 16) . 
Martin's claim 2 adds a feature which is not present in Martin's 
claim 1. Fogarty had notice that the examiner regarded Martin's 
claim 2 as patentably distinct from Martin's claim 1. On page 3 
of the examiner's Rule 1.609(b) submission/ it is stated: 
Distinction between Counts 1 and 2. 

The important feature of count 1 [the count in 
Interference 104,083] is that the bifurcated prosthesis 
has two limbs but only one limb extends across the 
bifurcation and into the lumen. of the vessel. Count 2 
[the count in this interference] requires an additional 
stent to be added to the short limb, thus making aCtwp 
piece graft that extends into both branches of the 
vessel. The count 2 is patentably distinct from count: 
1 for this reason. <- 

Moreover, on page 9 of Fogarty' s preliminary motion 8, Fogarty 
expressly recognized that the USPTO has regarded the counts of 
Interference No. 104,083 and this interference, represented by 
Martin's claims 1 and 2, as being directed to separately 
patentable inventions. Fogarty did not challenge that position. 
Instead, Fogarty stated that w [t]he same would apply to the Count 
of the present interference and proposed Count F-2 [for the 
additional interference].". 

In summary, according to Fogarty, because its claim 27 was 
pending within the critical one-year period of 35 U.S.C. § 135(b) 
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and because claim 27 includes every feature of Martin's dependent 
claim 2, and therefore Martin's independent claim 1, Fogarty was 
claiming substantially the same invention as Martin's claim 1 
within the critical one-year period of 35 U.S.C. § 135(b). We 
reject Fogarty',s argument, because it regards as irrelevant 
whether the additional feature added by Martin's' dependent claim 
2 renders Martin's claim 2 patentably distinct and separaetly 
patentable from Martin's claim 1. If it is, as it apparently is 
so based on the examiner's RUle 1.609(b) submission, a position 
Fogarty has not disputed and in fact urged as similarly true with 
the count in this interference as compared to the proposed count 
(see Fpgarty' s preliminary motion 8, Section 7 on page 9) , then 
Fogarty cannot be deemed as claiming substantially the same 
invention as Martin's claim 1 by way of having a claim the same 
as Martin's claim 2. 9 Fogarty has failed to demonstrate that it 
had been claiming substantially the same invention as Martin's 
claim 1 within the one-year period of 35 U.S.C, § 135(b). 

r 

3. Cragg' s Assertion that claim 62 of 
Fogarty' s uninvolved application is 
unpatentable under 35 U.S.C. § 112, 
first and second paragraphs 



This is in contrast with the applicant's claiming the 
same patentable invention as the patentee but merely adds 
features which are of no criticality or significance. See 
Staleao v. Hevmes . 263 F.2d at 338, 120 USPQ at 477. 
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In opposing Fogarty' s preliminary motion 8, Cragg never 
asserted that any claim of Fogarty was unpatentable for 
indefiniteness under 35 U.S.C. § 112, second paragraph. The 
brief for final hearing is not an occasion to be raising such 
issues for the first time. Accordingly, we decline to entertain 
Cragg' s argument that claim 62 of Fogarty' s uninvolved 
application is unpatentable under 35 U.S.C. § 112, second 
paragraph. 

The motion panel's decision on preliminary, motions (Paper 
No. 108) stated that it was manifestly apparent based on the 
entirety of the pleadings that claim 62 and not claim 63 of 
Fogarty' s uninvolved application was the claim at issue' in 
connection with Fogarty' s motion to have an additional 
interference declared. It further found that parties Cragg and 
Martin would not be prejudiced by a recognition that Fogarty' s 
motion concerned claim 62 of Fogarty' s uninvolved application. 
While opposing Fogarty' s motion, Cragg asserted that Fogarty' s 

r 

claims 62 and 63 are unpatentable under 35 U.S.C. § .112, first 
paragraph, but meaningfully discussed only the features of 
Fogarty' s claim 63. Because nothing meaningful was presented 
with regard to Fogarty' s claim 62, the decision on preliminary 
motions did not discuss Cragg' s mere conclusion that Fogarty' s 
claim 62 is unpatentable under 35 U.S.C. § 112, first paragraph. 

- 38 - 



o o 

Interference No. 104,192 
Cragg Martin v. Fogarty 

In its opposition brief at final hearing, Cragg asserts that 
claim 62 of Fogarty' s uninvolved application 08/684,508 is 
unpatentable under 35 U.S.C. § 112, first paragraph, and makes a 
detailed analysis, for the first time, as to why the assertion 
has merit. This substantive analysis directed to Fogarty' s claim 
62 was not previously provided in Cragg' s opposition to Fogarty' s 
preliminary motion 8. Accordingly, such analysis will not be 

entertained for the first time at final hearing. 

• -iV 
We will _not compare Fogarty' s claims 62 and 63 and attempt 

to figure out which features are common therebetween such that 
when Cragg discussed a certain feature of claim 63 when opposing 
Fogarty' s preliminary motion i it was the same as if it? were 
discussing a corresponding feature in Fogarty' s claim 62. It was 
incumbent upon C ^ opp^ F6 ga r t y ' s mo t ion to clearly 

set forth why Fogarty' s claim 62 is unpatentable under 35 U.S.C. 
§ 112, first paragraph. It is not the role of the Board to act 
as an advocate for either party by making arguments, 
presentations, or comparisons which should have been made by the 
parties themselves. 

Because no meaningful argument was presented by Cragg in its 
opposition to Fogarty' s preliminary motion 8 as to why claim 62 
of Fogarty' s uninvolved application 08/684,508 is unpatentable 
under 35 U.S.C. § 112, first paragraph, we reject Cragg' s 
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argument at final hearing that claim 62 of Fogarty' s uninvolved 
application 08/684,508 is unpatentable under 35 U.S.C. § 112, 
first paragraph. 

Alternatively, even if we do consider the substantive 
arguments made for the first time by Cragg in its opposition 

r 

brief at final hearing concerning claim 62 of Fogarty' s 
uninvolved application . 08/684, 508, the arguments are without 
merit and do not make out a prima facie case that claim 62 of 
Fogarty' s application 08/684,508 is without written description 
support in the specification. 

According to Cragrg, the features (1) a first leg joined to 
said anchor section, and (2) means for joining a second? leg to 
said anchor section, of claim 62 of Fogarty' s uninvolved 
application 08/684,508 are without support in the specification 
of application 08/684,508. Cragg contends that "Fogarty's first 
leg is never joined to an anchor section." Cragg explains that 
Fogarty' s first leg is positioned within a fiber fabric liner at 
a location spaced below the anchor section. According to Cragg, 
Fogarty' s second leg is also not joined to the anchor section, 
evidently for the same reason, and thus there can be no 
description for a w means for joining a second leg to said anchor 
section." Cragg' s arguments assume that there must be direct 
contact between the first leg and the anchor section and between 
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the second leg and the anchor section. We see no reason, 
however, to construe claim 62 of Fogarty' s uninvolved application 
08/684,508 so narrowly as to require direct or immediate contact 
between the first and second legs and the anchor section. 

Cragg does not contend that Fogarty' s application 08/684,508 

■"'/-' 

sets forth a special definition for the word "join" that is 

different from the ordinary meaning of the term. We understand 

the word "join" as sufficiently broad to encompass an indirect 

connection through an intermediate member. See, for example, 

Merriam-Webster' s Collegiate Dictionary, Tenth Edition, Copyright 

© 1999, which defines "join" as follows: 

1 a: to put or bring together so as to form a unit' . . 
... b: to connect (as points) by a. line c: ADJOIN 2: 
to put or bring into close association or relationship 
. . 3: to engage in (battle) .4 a: to come into the 

company of . . . b: to associate oneseslf with ... 

If the first and second legs in Fogarty' s application 08/684,508 

are connected to the anchor section by way of a fiber fabric 

liner, as Cragg apparently indicates, that does not mean the 

first and the second legs are not joined to the anchor section. 

Cragg argues that the tubular liner means cannot also be the 

means for joining because if it is then that would render 

meaningless the tubular liner means element of claim 62. The 

argument is without merit, because the recitation of a tubular 

liner means in claim 62 further specifies that the liner 
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structure defines a continuous flow path from the anchor section 
to the first leg and an opening disposed toward the second branch 
lumen. We note further that nothing precludes the same disclosed 
physical element from being the corresponding structure of two or 
more means-plus- function elements in a claim, provided that the 
structure performs the recited functions of those means-plus- 
function clauses. 

4. Fogarty' s argument that notwithstanding any 
.35 U.S. C. § 135(b) bar relati^' to patentee 
Martin, Fogarty is not precluded from having 
an interference with Cragg is without merit 

Fogarty points out that in related Interference No. 104,083 

involving only Martin and Cragg, specifically Cragg cldim 89 and 

Martin claim 1, judgment has been entered against patentee Martin 

and thus claim 1 of Martin is as good as cancelled. According to 

Fogarty, the time bar under 35 U.S.C. § 135(b) is for protecting 

patentees from perpetually under threat of an interference 

proceeding initiated by applicants. Thus, Fogarty argues that 

because judgment has been entered against* Martin' s patent claim 1 

in Interference No. 104,083, protection for Martin under 35 

U.S.C. § 135(b) insofar as Martin's claim 1 is concerned is moot 

and unnecessary. Fogarty' s view is that in this circumstance, 

application of the bar under 35 U.S.C. § 135(b) only protects 

another applicant, i.e. , party Cragg, whose claim 89 would be 

shielded from a priority determination relative to Fogarty. 
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While 35 U.S. C. § 135(b) was primarily enacted to protect 
patentees, the language of the statute is not such that only a 
patentee may benefit from the bar. The statutory section is 
written in terms of a bar on the presentation of a claim, not as 
a bar on having an interference with a patentee. If an applicant 
is time-barred by 35 U.S. C. § 135(b) from presenting a certain 
claim, then it follows that the barred claim cannot serve as the 
basis of an interference with respect to another applicant whose 
claim for the same patentable invention is not subject to the 
bar. Thus, if applicable, the bar under 35 U.S.C. § 135(b) 
yields an incidental benefit to potentially opposing applicants. 
The statutory section does not restrict or limit who may benefit 
from application of the bar, as it only precludes the 
presentation of a claim. Note that 35 U.S.C. § 135(b) has been 
upheld as an applicable ground of rejection in ex parte 
prosecution before the USPTO. In re McGrew , 120 F.3d 1236, 43 
USPQ2d 1632 (Fed. Cir. 1997). 

Fogarty would have us read into 35 U.S.C. § 135(b) language 
that is not there, to turn it into a bar against having certain 
types of interferences instead of simply a bar on the 
presentation of certain claims as it so plainly reads. We 
decline to so distort or add to the statutory language. In our 
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view, if Fogarty cannot present a claim, then it cannot have an 
interference based on that claim with another party, whether that 
other party is an applicant or a patentee. 

Fogarty' s claim 62 was presumed by the parties as being for 
substantially the same invention as Martin's patent claim 1. 
Because it was presented outside of the one year period from the 
date of issuance of the Martin patent, and because Fogarty can 

demonstrate no other claim which was pending prior to the one 

•■it- 

year period and which was directed to substantially the same 
invention as Martin's claim 1/ Fogarty' s claim 62 is barred. 

The* fact that Martin' s patent claim 1 has been detertnined 

-. . . • . . -. . . .. . ... $ 

unpatentable to Martin because of an adverse judgment iti 
Interference No. 104,083 does not help Fogarty. The language of 
35 § 

substantially the same subject matter as "a claim of an issued 
pa ten t" and does not purport to add the qualifications that such 
a claim must remain valid, non-canceled, patentable, non- 
disclaimed, and/or enforceable. We decline to read into 
35 U.S.C. § 135(b) these conditions in the absence of a showing 
by Fogarty of a clear legislative intent to that effect. The 
operative word is "issued," similar to the word "born." Just as 
a baby cannot be un-born, an issued claim cannot become non- 
issued whatever its status becomes subsequent to issuance. 
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The public's interest is not harmed by applying 35 U.S.C* 
§ 135(b) the way it is written and enacted by Congress, Fogarty 
is also under a mistaken belief that it is prejudiced by its not 
being successful with preliminary motion 8 to get into an 
interference with Cragg who has a dominating claim. Fogarty f s 

rf- 

predicament arises from its not having established, in connection 
with a proposed new interference involving Cragg's claim 89, 

interference-in-fact with respect to a Fogarty claim that is not 

u. 

time barred under 35 U.S.C. § 135(b). Alternatively, if Fogarty 
believes that Cragg's dominating claim 89 and any Fogarty claim 
involved in this interference define the same patentable subject 
matter, Fogarty could have moved to broaden out the couht in this 
interference to the scope of Cragg's claim 89 and to have Cragg's 
claim 89 designated as corresponding to the revised new count. 
Fogarty did not take such action in this case. On these 
circumstances, that Cragg has a dominating claim not involved in 
this interference or a new interference with Fogarty does not 
mean Fogarty has been subjected to prejudice. A dominating claim 
is not necessarily a claim drawn to the same patentable invention 
as a dominated claim. In either case, however, with regard to 
Cragg's allegedly dominating claim 89 Fogarty has shown no 
prejudice by the denial of its preliminary motion 8. 
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5. Fogartv's preliminary motion 10 

Fogarty' s preliminary motion 10 sought t<? be accorded 
benefit of the earlier filing date of application 08/255, 681, 
with respect to the count proposed in connection with Fogarty' s 
preliminary motion 8. Consequently, preliminary motion 10 is 
contingent upon the granting of preliminary motion 8. Because 
Fogarty' s preliminary motion 8 was properly denied, Fogarty' s 
preliminary motion 10 was correctly dismissed as moot, 

6. Cragg' s Motion to Suppress 

Cragg has filed a motion to suppress five exhibits FE-3001, 
FE-3002, FE-3004, FE-3005, and CE-1019. These are exhibits 
identified by party Fogarty, prior to submission of lts ; ' brief at 
final hearing> as those which Fogarty intended to rely upon/ at 
final hearing in connection with its seeking review of the motion 
panel's decision of Fogarty' s preliminary motion 8, According to 
Cragg, Fogarty may not rely on these exhibits at final hearing 
because Fogarty did not rely on these exhibits when filing its 
preliminary motion 8, 

Cragg has not pointed out, and it is not immediately 
apparent, where in Fogarty' s briefs at final hearing are 
references made to exhibits FE-3001, FE-3002, FE-3004, FE-3005, 
and CE-1019, or how the substance of these exhibits have been 
relied upon by Fogarty in meaningful furtherance of any argument. 
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Thus, with regard to these exhibits, Cragg has failed to make out 

a prima facie case of why the motion to suppress should be 

granted. Alternatively, even without suppressing these exhibits, 

Fogarty' s arguments concerning its preliminary motions 8 and 10 

have not been shown to have merit. Accordingly, Cragg' s motion 

to suppress is denied and alternatively dismissed as moot. 

C. Cragg' s Preliminary Motion 1 

In Cragg' s preliminary motion 1, it is alleged that 

Fogarty' s claims 41-69, not all of Fogarty' s claims corresponding 

to the count, are unpatentable under 35 U-S.C. § 112, first 

paragraph, for lack of written description in the specification. 

Fogarty' s claims 42-69 depend either directly or indirebtly from 

claim 41. Cragg' s preliminary motion 1 (Paper No. 39, pp. 6-7) 

specifically identified the following feature of Fogarty' s method 

claim 41 as that which is without written description: 

[I Introducing into a patient's vasculature an anchor 
section and first tubular graft of the vascular graft 
so that the anchor section is disposed within the 
primary artery and the first tubular graft is disposed 
within the first branch artery to form a first 
continuous flow path from the primary artery to. the 
first branch artery. 

According to Cragg' s preliminary motion 1, the above-quoted 

feature of Fogarty' s method claim 41 requires the anchor section 

and the first tubular graft to be introduced in a single step, 

not sequentially as is disclosed in Fogarty' s specification. We 
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reproduce the following paragraph from page 10 of Cragg' s 

preliminary motion 1, which clearly reveals Cragg' s position: 

The Fogarty Application fails to suggest introducing an 
anchor section and first tubular graft in a single 
step. Instead, the Fogarty Application teaches (1) 
first introducing the bifurcated base structure so that 
the anchor section is positioned within a primary 
vessel; (2) after the bifurcated base structure is 
anchored, the first tubular graft is introduced into 
the first connector leg and anchored between the leg 
and the first branch artery; and (3) the second tubular 
graft is then inserted into the second connector 
section and anchored between the described second 
connector and the second branch artery. See Fogarty 
Application at Page 6, lines 1-9. (Emphasis in 
original) . 

The decision on preliminary motions rejected Cragg' s 
argument, stating (Paper No. 108, p. 10): i* . 

We reject Goicoechea's [Cragg' s] argument because 
we do not read or interpret the above -quo ted language 
of claim 41 as requiring that the anchor section and 
the first tubular graft be introduced "in a single 
step" or simulataneously. The words "in a single step" 
do not appear in claim 41, nor do the words 
^simulataneously/" "concurrently," "unison/" or any 
other term which means the same. . . The language is 
simply broadly recited and imposes no particular order 
for the insertion of the anchor section and the first 
tubular graft. r' 

In its principal brief at final hearing, Cragg does not 
continue to argue that Fogarty' s claim 41 requires that the 
anchor section and the first tubular graft be introduced in a 
single step or simultaneously. Rather, a new argument is made 
through the back door that the claim is so broad that the full 
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scope of what is claimed is not described in the specification. 

Specifically, on page 20 of its brief, in a section entitled 

^ CRAGG MOTION 1 SHOULD BE GRANTED, " Cragg states: 

If the Board adheres to its broad construction of claim 
41 [that no specific sequence of introduction is 
required], then the Fogarty specification lacks written 
description for claim 41 because as discussed it only 
describes the sequential introduction of the anchor 
section and the first tubular graft but not the 
introduction of the anchor section and first tubular 
graft as a unitary structure. There is nothing in the 
Fogarty application to convey to those skilled in the 
art that Fogarty was in possession *df that aspect of 
the invention of claim 41, if claim 41 is broadly 
construed as proposed. 

We have again reviewed Cragg' s preliminary motion 1 (Paper 
No. 39) . Nothing therein can reasonably be considered (is an 
alternative or contingent argument' that if the Board is not 
persuaded by Cragg' s primary argument that Fogarty' s claim 41 
requires the introduction of the anchor section and the first 
tubular graft in a single step then the claim is nonetheless not 
described in the specification because of undue breadth. In the 
case of Cragg' s preliminary motion 1, th& one argument actually 
made is the only argument made. Consequently, the issue now 
raised by Cragg at final hearing was neither developed and 
briefed by the parties during the preliminary motions stage of 
this interference, nor considered by the motions panel when 
preliminary motions were decided. 



O 
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In short, Cragg wants the board to now hold Fogarty' s claims 
41-69 as being without written description in the specification 
for a reason other than that articulated and set forth by Cragg 
in its preliminary motion 1. We decline to consider this hew 
argument at the final hearing stage of the proceeding. Final, 
hearing under the interference rules is not a place to begin 
preliminary motions afresh. Rather, we are here to review the 

decision by a three-member motions panel on preliminary motions 

a. . 

made by the parties, on the evidence and arguments which formed 
the basis of the decision on preliminary motions. 

A new reason for granting a motion should not be considered 

..." 

at final hearing if it was not included in the. original motion 
and not supported by a showing of good cause why the argument was 
not earlier presented. Fredkin v. Irasek . 397 F.2d 342, 346, 158 
USPQ 280, 284 (CCPA 1968); Koch v. Lieber , 141 F.2d 518, 520, 61 
USPQ 127, 129 (CCPA 1944); Bavles v. Elbe , 16 USPQ2d 1389, 1391 
(Bd. Pat. & Int. 1990) ("It has been a longstanding practice that 
a party whose motion was denied cannot present at final hearing 
grounds not included in the original motion.") . It is 
inappropriate for a party to present arguments, in its brief which . 
were not a part of the motion or opposition. Lawson v. Enloe , 
26 USPQ2d 1594 (Bd. Pat. App. & Int. 1992). 
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All reasons for granting a party's desired relief should be 
advanced in the party's motion. A piecemeal presentation in 
which a party may start over with new arguments after an adverse 
decision has been rendered would make an orderly proceeding next 
to impossible to conduct . Cragg' s brief offered no excuse for 
raising the issue of undue breadth issue so late, more than two 
years after the filing of Cragg' s preliminary motion 1 on October 
16, 1998, and ten months after. the decision on preliminary 
motions has been rendered. 

Cragg cannot credibly assert that it had no idea that 

Fogarty' s claim 41 can possibly be construed so as to not require 

... ' U- ; 
the introduction of the anchor section and the first tabular 

graft in a single step or simultaneously/ As the moving party, 

Cragg was attempting to persuade the Board to adopt a narrow 

interpretation of Fogarty' s claim 41, i.e., that the claim 

required the introduction of the anchor section and the first 

tubular graft in a. single step or simultaneously. The mere 

r r 

filing of Cragg' s motion reflects an awareness that the claim may 
not be so construed. Cragg was very much on notice that the 
Board may not adopt the narrow interpretation urged by Cragg. 
Cragg may not credibly claim to have been blind-sided by the 
Board's not adopting its position. 
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An interference is an inter partes proceeding ♦ The Board 
may not suitably *act as an advocate for either party, either to 
fill in gaps left open in either party's presentation, or to 
offer an alternate rationale and to try to fit the facts to that 
rationale, all on its own, particularly when the considerations 
are complex and the parties may well differ in -their views. In 
presenting a preliminary motion for judgment, a party may not 
simply plead a statutory section, e.g., £5 U.S.C. § 112, first 
paragraph, and then rely on the Board to propose different ways 
in which the opponent's claims may possibly be attacked as being 
without written description in the specification. With { (regard to 
Cragg's preliminary motion 1, our decision on preliminary motions 
addressed the arguments made by Cragg. The new argument now 
presented by Cragg is not entitled to consideration. 

For the foregoing reasons, the motions panel properly denied 
Cragg's preliminary motion 1. 
D. Cragg's Preliminary Motion 2 

We adopt in its entirety the discussion in our decision on 
preliminary motions (Paper No. 108), which is reproduced below, 
and then add a few more comments to address Cragg's brief at 
final hearing: 
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By this motion, Goicoechea [Cragg] alleges that 
there is no interference-in-fact between its involved 
application 08/461,402 and Fogarty's involved 
application 08/463,836. As is stated in 37 CFR § 
1.601<j): 

An interference-in-fact exists when at 
least one claim of a party that is designated 
to correspond to a count and at least one 
claim of an opponent that is designated to 
correspond to the count define the same 
patentable invention. 

In that regard, 37 CFR § 1/601 (n) states: 

invention "A" is the same patentable 
invention as an invention >X B" when invention • 
"A" is the same as (35 U.S.C. 102) or is i\ 
obvious (35 U.S. C. 103) in view of invention^ 
. W B" assuming invention W B" is prior art with 
respect to invention M A". Invention "A" is a 
separate patentable invention with respect to 
invention W B" when invention "A" is new (35 
U.S.C. 102) and non-obvious (35 U.S.C. 103) 
in view of invention "B" assuming invention 
XX B" is prior art with respect to invention 
^A". (Emphasis in original.) 

Resolution of an interference-in-fact issue 

involves a two-way patentability analysis. For there 

to be an interference-in-fact, the parties must each 

have at least one claim which collectively satisfy the 

following: The claimed invention of Party A must 

anticipate or render obvious the claimed invention of 

Party B and the claimed invention of Party B must 
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anticipate or render obvious the claimed invention, of 
Party A. 

For a showing of no-interference-in-fact, the 
burden is on Goicoechea as the movant, see, e.g. , 37 
CFR § 1.637(a), to demonstrate that all of Goicoechea' s 
claims 55, 59, 62-65, 88 and 90 which correspond to the 
count do not define the same patentable invention as 
any one of Fogarty' s claims 27-69, or that all of 
Fogairty's claims 21-69 do not define the same 
patentable invention as any one of Goicoechea' s claims 
55, 59, 62-65, 88 and 90. Goicoechea has attempted >to 
show that all of its claMs 55, 59, 62-65, 88 and : 30 
define an invention process which is neither 
^ - aittic^ s 
claims 27-69. 

Goicoechea argues that all of its claims include a 

"long-leg, short-leg" concept which is absent from and 

not suggested by any one of Fogarty's claims 

corresponding to the count. Also, apparently referring 

to the count, the motion on page 10 explains the 

subject matter "supposedly" in conflict as follows: 

The invention that is the subject of 
this Interference relates to a two-section 
apparatus comprising (1) a first section 
configured to be positioned within a 
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bifurcated lumen and (2) a second section 
configured to be positioned separately in a 
branch of the bifurcated lumen and to extend 
into the bifurcated lumen. A first lower 
limb of the first section is configured so 
that it extends into a first leg of the 
bifurcation when the first section is 
positioned in the lumen. A second lower limb 
of the first section, which is shorter than 
the first lower limb, is configured sq.cthat 
it does not extend into a second leg of the 
bifurcation. Accordingly, the first 'section 
defines a M long-leg, short-leg" concept. 
Joining two components (the first and second 
sections) completes the apparatus. (Emphasis 
in original) . U* 

Of all Goicoechea claims which correspond to the 
count, claims 55, 59 and 90 are independent claims. 
Claim 90 is identical to the count. Claim 55 embdAies 
the "long-leg, short-leg" idea by including step (a) — 
disposing said proximal portion of said bifurcated 
prosthesis in said blood vessel such that said first 
distal portion of said bifurcated prosthesis extends 
into said first branched vessel ' [long-leg] , and step 
(c) — attaching said second prosthesis to said 
extension portion of said bifurcated prosthesis §uch 
that said second prosthesis extends into said second 
branched vessel [short-leg]. But claim 59 is broad and 
does not do the same. In that regard, claim 59 is" 
reproduced below; 
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59. A bifurcated prosthesis for use 
with an angeological bifurcation of a blood 
vessel into two branched vessels comprising a 
bifurcated proximal portion adapted to be 
disposed within said blood vessel, a distal 
portion adapted to extend across the 
bifurcation into one of the branched vessels, 
and a separate distal segment joined to said 
proximal portion and adapted to allow blood 
to flow from the proximal portion into/ the 
other branched vessel . 

Goicoechea has not shown that claim 59 requires 
that whenever the proximal portion is placed within the 
blood vessel, the first distal portion is already 
attached to the proximal portion and extending from the 
blood vessel into a branched vessel and the second 
distal segment is not yet joined to the proximal 
portion. Indeed, claim 59 is broad enough to cover the 
case of two short^legs, i.e., the proximal portion is 
introduced into the blood vessel first, and then the 
first distal portion and the second distal segment are 
introduced in sequence, each extending into a 

r r 

respective branched blood vessel. 

For the foregoing reasons, the patentable 
distinction argued by Goicoechea does hot exist with 
respect to at least Goicoechea' s independent claim 59. 
That alone is sufficient ground to reject Goicoechea' s 
motion for no interf erence-in-f act . Additionally, with 
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respect to Fogarty' s claims 41-69, Goicoechea is 
improperly reading into those claims a specific 
embodiment from Fogarty' s disclosure rather than 
focusing on the language of the claims themselves. As 
we discussed in the context of Goicoechea' s preliminary 
motion 1, Fogarty' s independent claim 41 is broadly 
recited and imposes no particular manner for the 
insertion of the anchor section and the first tabular 
graft. . 

Given Fogarty' s claim 41, it is left to the 
discretion of one with ordinary skill in the art just 
how to introduce the anchor section and the first : ' 
tubular graft. One with ordinary skill in the art 
possesses a certain basic level of skill. See, e.g. , 
In re Sovish , 769 F.2d 738, 743, 226 USPQ 771, 774 
(Fed. Cir. 1985) ([Applicant's] argument presumes 
stupidity rather than skill) . A conclusion of 
obviousness also may be made based on the common sense 
of the person of ordinary skill in the art without any 
specific hint or suggestion in a particular reference. 
In re Bozek , 416 F.2d 1385, 163 USPQ 545, 549 (CCPA 
1969) . It cannot be reasonably argued that one with 
ordinary skill in the art is so devoid of skill and 
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common sense that he or she would not have readily 
recognized that the anchor section and the first 
tubular graft may either be separately inserted and 
then joined in situ , or inserted as a unitary whole. 
Those are the only two possibilities with regard to the 
insertion of the anchor section and the first tubular 
graft. In our. view, selecting one of the two readily 
apparent choices would have been well within the basic 
level of skill and common sense possessed by one with 
ordinary skill in the art. Moreover, it is incumbent 
upon Goicoechea as the movant to establish why, given 
Fogarty' s independent claim 41,. one with ordinary : £kill 
in the art would not have known, that the anchor section 
and the first tabular graft can be inserted as one or 
separately. Goicoechea set forth no persuasive reasons 
in that regard. 

For the foregoing reasons, Goicoechea has failed 
to demonstrate that all of its claims 55, 59, 62-65, 88 
and 90 do not define the same patentable invention as 
any one of Fogarty' s claims 27-69. Goicoechea' s 
preliminary motion 2 insofar as it seeks a judgment 
based on no interf erence-in-fact is denied . 
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As for Goicoechea's assertion that Fogarty' s 
claims 27-69, all of Fogarty' s claims whifch have been 
designated as corresponding to the count in the 
declaration of this interference, do not correspond to 
the count, Goicoechea has to satisfy the retirements 
set forth in 37 GFR § 1.637(c)(4), Goicoechea has to 
show that each of Fogarty' s claims 27-69 does not 
define the same patentable invention as any of 
Goicoechea's claims and Martin's claims whose 
correspondence to the count Goicoechea does not , ; 
dispute. 

As is already discussed .above in connection With 
Goicoechea' s assertion of no ' interference- in- fa.ct, 
Goicoechea has not established patentable distinction 
between Fogarty' s claims 41-69 and at least 
Goicoechea's claim 55 and claim -90, and also between 
Fogarty' s claims 27-69 and at least goicoechea' s claim 
59. Goicoechea's preliminary motion 2 to designate 
Fogarty' s claims 27-69 as not corresponding to the 
count is denied . 

Nothing presented by Cragg in its brief at final hearing 
demonstrates that our above-quoted analysis was in error. 
Fogarty is correct that Cragg continues to attempt an 
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inappropriate reading of extraneous limitations from the 

specification into the claims. Although the specification is 

useful in interpreting claim language, as the Court of Appeals 

for the Federal Circuit has nonetheless stated, "the name of the 

game is the claim." In re Hiniker Co. . 1 sn F. 3d 1362, 1369, 

47 USPQ2d 1523, 1529 (Fed. Cir. 1998). SBSlW^ Giles Sutherland 

Rich ' Extent of Protection and Intemr^ a tion of n a j ms — Ampr ^ an 

Perspectives , 21 Inf Rev. Indus. Prop. & Copyright L, 497, 499 

(1990). ("The U.S. is strictly an examination country and the main 

purpose of the examination, to which every application is 

subjected, is to try to make sure that what each claim defines is 

patentable. To coin a phrase/ the name of the name is "tW 

claims.") . Reading into the claims an extraneous limitation from 

the specification is simply improper. E.I, du Pont de to.r. £ 

Co. v. Phillips Petroleum Co. , 849 F.2d 1430, 1433, 7 USPQ2d 

1129, 1131 (Fed. Cir. 1988) . In E.I, de Pont . 849 F.2d at 1433, 

7 USPQ2d at 1131, the Federal Circuit stated: 

It is entirely proper to use the specification to 
interpret what the Patentee meant by a word or phrase 
in the claim. See, e.g., Loctite Corp. v. mtra^i 
Ltd^, 781 F.2d 861, 867, 228 USPQ 90, 9.3 (Fed. Cir. 
1985) . But this is not to be confused with adding an 
extraneous limitation appearing in the specification 
which is improper. By "extraneous," we mean a 
limitation read into a claim from the specification 
wholly apart from any need to interpret what the 
patentee meant by particular words or phrases in the 
claim. 
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In interpreting its own claims, Cragg in its brief at final 

hearing begins with a section discussing its disclosure, entitled 

"Cragg Discloses A Unitary Bifurcated Long Leg/Short Leg 

Prosthesis" (Emphasis in original) . That section ends with this 

one sentence paragraph: 

The specification supports that Cragg' s claims 
require a unitary bifurcated long leg/short leg 
structure, where "unitary" requires a securing means 
connecting the portions of the structure. 

By the time Cragg made the above-quoted conclusion, it has not 

yet recited, reproduced, or even referred to any actual language 

in its claims. That Cragg' s specification has a description for 

a certain embodiment does not necessarily mean that all^-of 

Cragg' s claims must include the elements of that embodiment. If 

the claims do not require a unitary structure in the sense that 

there is a securing means which connects all the parts together, 

these are extraneous limitations which should not be' read into 

the claims from the specification. Moreover, even Cragg' s own 

specification contains no reference to the term "unitary" on 

which Cragg now places so much emphasis. Neither does Cragg' s 

own specification contain any reference to words which are 

generally synonymous with the word "unitary," such as "integral" 
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or "one-piece." Thus, what Cragg is arguing in this part is many 
steps removed from the actual language of the claims. 

The bifurcated prosthesis according to Cragg' s claim 59 
requires (1) a proximal portion, (2) a distal portion, and (3) a 
separate distal segment. Unlike Cragg' s claim 55, Cragg' s claim 

kk- 

59 does not require disposing the proximal portion in the blood 
vessel such that the distal portion extends into a first branched 
vessel. That means claim 59 is sufficiently broad to have the 
proximal portion put in place without regard to whether the 
distal portion is also placed in working position. 

Cragg argues that because the word "portion" means^ part of a 
whole, the proximal portion and the distal portion must be part 
of a unitary structure in which the proximal portion and the 
distal portion is unitary or connected together by some securing 
means before being introduced into the blood vessel. We are riot 
persuaded by Cragg' s argument. . 

While the word "portion" may indeed mean part of a whoi^ Q r 
part of something. Cragg has not submitted any evidence that the 
so called parts of a whole must be physically attached to each 
other at all times. In that regard, note that a jig-saw puzzle 
has many parts or portions but the many pieces don't have to be 
connected to each other before properly being referred to as 
portions of the same puzzle. Cragg has not made any meaningful 
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showing that the word "portion" as is ordinarily used in the 
English language requires an actual physical attachment. Nor has 
Cragg argued that its specification has specially defined the 
word "portion" in a manner different from its ordinary usage in 

the English language. Indeed, Cragg even cites to Merriam 

if 

Webster's Collegiate Dictionary, 10 th Ed. (1994). in its brief at 
final hearing for the meaning of "portion," which states: "part 
of something." Note that "part of something" can be conceptual 
and does not -necessarily require a physical connection at all 
times. Moreover, we note that even Cragg' s so called "portions" 
are not physically connected at all times; indisputably^ they . . 
have to be preassembled prior to . introduction into the patient. 

Alternatively, our decision on preliminary motion held that . 
even assuming that the "unitary" feature argued by Cragg is 
included in all of Cragg' s claims corresponding to the count, 
Fogarty' s claim 41 still would have rendered obvious Cragg' s 
claimed invention such as Cragg' s claim 59. 

Cragg argues (Br. at 18): 

The Board states that insertion of the anchor 
section and the first tubular graft as a unitary whole 
is only one of two possibilities with regard to the 
insertion of the Fogarty structure. Paper No. 108, 
p. 15. There is a third possibility ignored by the 
Board, namely, inserting the anchor section and both 
tubular grafts at the same time. 
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The argument is without merit. We stated (Paper No. 108, at 
15) that there are "only two possibilities wit;h regard to the 
insertion of the anchor section and the first tubular graft" 
(emphasis added) . In that context, the second tubular graft is 
uninvolved, and how it is introduced is irrelevant. 

We adopt and reiterate herein the folldwiijg portion of our 

decision on preliminary motions concerning Cragg's preliminary 

motion 2 (Paper No. 108, pp. 14-16): ^ 

Additionally, with respect to Fogarty's claims 41- 
69, Goicoechea is improperly reading into those claims 
a specific embodiment from Fogarty' s disclosure rather 
than focusing on the language of the 'fclaims themselves. 
As we discussed in the context of Goicoechea' s 
preliminary motion 1, Fogartyfs independent claim $1 is 
broadly recited and imposes po particular manner for 
the insertion of the anchor section and the first 
tabular graft. 

GXvefi^S^ is left to the 

discretion of one with ordinary skill in the art just 
how to introduce the anchor section and the first 
tubular graft. One with ordinary skill in the art 
possesses a certain basic level .of skill. See, e.g. . 
In re Sovish , 769 F.2d 738, 743, 226 USPQ 771, 774 
(Fed. Cir. 1985) ([Applicant's] argument presumes 
stupidity rather than skill) . A conclusion of 
obviousness also may be made based on the common sense 
of the person of- ordinary skill in the art without any 
specific hint or suggestion in a particular reference. 
In re Bozek , 416 F.2d 1385, 163 USPQ 545, 549 (CCPA 
1969) . It cannot be reasonably argued that one with 
ordinary skill in the art is so devoid of skill and 
common sense that he or she would riot have readily 
recognized that the anchor section and the first 
tubular graft may either be separately inserted and 
then joined in situ , or inserted as a unitary whole. 
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Those are the only two possibilities with regard to the 
insertion of the anchor section and the first tubular 
graft. In our view, selecting one of the two readily 
apparent choices would have been well within the basic 
level of skill and common sense possessed by one with 
ordinary skill in the art. Moreover, it is incumbent 
upon Goicoechea as the movant to establish why, given 
Fogarty' s independent claim 41, one with ordinary skill 
in the art would not have known that the anchor section 
and the first tabular graft can be inserted* as one or 
separately. Goicoechea set forth no persuasive reasons 
in that regard. 

Cragg dismisses our citation to In re Sovish , 769 F.2d 738, 
743> 226 .USPQ 771, 774 (Fed. Cir. 1985) &id In re Bozek , 416 F.2d 
1385, 1390, 163 USPQ 545, 549 (CCPA 1969), by arguing that 
x Mb]oth Bozek and Sovish required a disclosure in the'prior art 
references to render the claims obvious."). It appears^ that 
Cragg completely misses the point for which we cited to those 
cases, i.e. , that one with ordinary skill in the art is presumed 
to possess some logic and skill that is independent of what is 
disclosed in an item of prior art. Here, the starting point is 
Fogarty f s claim 41. In that sense, Fogarty' s claim 41 is the 
disclosure with which one with ordinary ^kill in the art is 
presented, in determining whether claims such as Cragg' s claim 59 
would have been obvious over Fogarty' s claim 41. We agree 
entirely with the following two paragraphs in Fogarty' s 
opposition brief at pages 14-15: 

Second, while Cragg would argue that Sovish and 
Bozek are somehow anomalous, the principle for which 
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they Were actually cited in the Decision has been 
repeatedly followed by this Board; e.g., Ex parte 
Research and Manufacturing Co. , 10 USPQ2d 1657, 1664 
(Bd. Pat. App. & Intf . 1989) (skill is presumed on the 
part of the artisan rather than the converse) ; Ex parte 
George , 21 USPQ2d 1058, 1060 n.l (Bd. Pat. App. & Int. 
1991) (the ability of one having ordinary skill in the 
art should not be underestimated); Ex parte Nesbit . 25 
USPQ2d 1817, 1823 (Bd. Pat. App. & Intf. 1992) (the law 
presumes skill on the part of the artisan rather than 
the converse); Ex parte GPAC Inc. , 29 USPQ2d 1401, 1405 
(Bd. Pat. App. & Intf . 1993) (the skill of the art must 
be presumed, not the contrary) . 

The Board thus found that the worker is not so 
devoid of skill or common sense theti he or she would 
not have readily recognized that the anchor section and 
the first tubular graft may either be separately 
inserted and then joined in situ, or inserted as a 
unitary whole. (Emphasis in original). 

Cragg' s citation to Al-Site Corp. v. VSI . Intern,; Sine. .- 174 
F.3d 1308, 1323,- 50 USPQ2d 1161 (Fed. Cir. 1999) is inapposite. 
The Al-Site case does not stand for the proposition that 
Fogarty' s claim 41 must be -combined with another prior art 
reference in order to render obvious a Cragg claim which 
corresponds to the count. In contrast, the case supports the 
position that the perspective from which rr a prior art reference is 
viewed is that of a person with ordinary skill in the art. 

Cragg further argues that the Board has not explained how, 
if Fogarty' s anchor section and first tubular graft are inserted 
as one piece, a skilled worker would successfully position that 
device. According to Cragg, because the first tubular graft of 
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Fogarty is within the fabric liner leg 28, one ends up with an 
anchor section-fabric liner-tubular graft assembly that is not 
rigid and is not supported . The argument is misdirected and in 
any event unpersuasive. Here, the starting point for the 
obviousness analysis is not some embodiment disclosed in 
Fogarty' s specif ication, but Fogarty' s claim 41 which does not 
require placing the first tubular graft in a fabric liner leg. 

Moreover, in any event Cragg has submitted no meaningful evidence 

■ ft- 

in the form gf declaration or affidavit testimony from anyone to 
establish that one with ordinary skill in the art would not have 
known how to introduce the anchor section together with the first 
tubular graft. As Fogarty has pointed out in its opposition 
brief, attorney argument cannot take the place of evidence 
lacking in the record. See, e.g. , Knorr v. Pearson , 671 Fi2d 
1368, 1373, 213 USPQ 196, 200 (CCPA 1982); Meitzner v. Mindick . 
549 F.2d 775, 782, 193 USPQ 17, 22 (CCPA), cert, denied . 434 U.S. 
854, 195 USPQ 465 (1977) ; In re Lindner . 457 F.2d 506, 508, 173 
USPQ 356, 358 (CCPA 1972) . . . 

. Cragg' s preliminary motion 2 further seeks to have all of 
Fogarty' s claims corresponding to the count, i.e., claims 27-69, 
designated as not corresponding to the count. We ruled in the 
decision on preliminary motions that per 37 CFR § 1.637(c) (4), 
the mption is without merit because it failed to demonstrate that 
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each of Fogarty' s claims 27-69 does not define the same 
patentable invention as any of Cragg' s claims and Martin claims 
whose correspondence to the count is not disputed by Cragg, 

Cragg' s arguments with regard to designating Fogarty' s 
claims as not corresponding to the count is merely a reference to 
its arguments alleging no interference-in-fact between Cragg' s 
claims and Fogarty' s claims. Cragg evidently is of the view that 
if it has demonstrated no interference-in-fact between its claims 
and Martin' s . claims on the one hand and Fogarty' s claims on the 
other hand, then the case has been made that Fogarty' s claims 
corresponding to the count should be designated as not 
corresponding to the count. But Cragg has 'failed to demonstrate 
no .interf£r£nce-in-fact between its claims and Martin's claims on 
the one hand and Fogarty' s claims on the other hand. Thus, no 
reason has been shown to designate Fogarty' s claims 27-69 as not 
corresponding to the count. Note also that even if there was no 
interference-in-fact with respect to any Fogarty claim, Fogarty' s 
application would become uninvolved and there would be no need to 
designate any of its claims as not corresponding to the count. 

For the foregoing reasons, Cragg has shown no error in the 
denial of Cragg' s preliminary motion 2. 
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Judgment 

It is 

ORDERED that judgment as to the subject matter of the count 
is herein entered , against junior party ERIC C. MARTIN and also 
against junior party ANDREW H. CRAGG and MICHAEL? D . DAKE; 

FURTHER ORDERED that the junior party ERIC C. MARTIN is not 
entitled to his patent claims 2-17 which correspond to the count; 

FURTHER ORDERED that junior party ANDREW H. CRAGG and 
MICHAEL D. DAKE are not entitled to their application claims 55, 
59, 62-65, 88 and 90 which correspond to the count; arid 

FURTHER ORDERED that a copy of this paper shall bef given a 
paper number and filed in the respective involved 
^applicationvteajsej^^ . ,, . , , . , >• .,, ... ... , . ; 



/ 



1 Failure to file a copy of any agreement regarding the 
termination of this proceeding may render the agreement and any 
resulting patent unenforceable. See section 35 U.S.C. § 135(c) 
and 37 CFR § 1.661. 
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white aeeds 

^JobVSS 

lokmtf). a queen 

tLETIC sutporter 

***** Sc tuck- 
j°o who rides or 
I tn a race 2: a 

* specified *chj. 
«? *«ountant. a 
=«tioo with die 

«W(I708) I 
Wrtn 2 m : to 

movement*^, 

1 ^^I>romotio« andf ^. 
f toe crotch: tinea r».^^ 

7 «ee merry f-jo^**^! 

th * t » buckled « *4 

b r *"«(l 1 : the tr*M*- 

: * narrative a^l^^Jr 

crfcture — see^StSSl^ 

«dcorvmbc^h^^J. 
^-•^byaitimal;^., 

"tt** 1 

V E * J to rouse to >w. 1 
>orse to go aTa 
\ tatting o>*|»ll£L* ! «o 
town or •bo«^ l f ,n * « 

01 .-'»»at7a5tT£ 

orse',d^ V r 2! mC P**. «r 

• Jog <the road ~J Io the 
,ha, i<* 2 : a device (or 

"«»).• to join by. 



or conrae of action 



l n 
he 



£p« ■'i \ v an>oot\ « itr. tne name .wwi tiW3) : a narrow flats 
{5r*S §otiare-eoded boat usu. propelled by a pole or paddle and 
lZdV**yjind waterways 

< SS^ Jba ^ " I**" character typifying the English nation 



t , .AMUc) I. 

thing to\^ )ex : juncture _ . 

JSS^X^^ A ; *°5* ctllin « that joins two things together 
joint \S6tm\ #» fMBjointe. Ir. OF.fr /wfHfrrl (Oc) | « <i> ; the 
point of contact between dements of an animal skeleton with the parts 
tj*t surround and support it <2) : node 5b b : a part or sr^acVbv 
duded between two articuiations. knots, or nodes c : a large piece of 
meat for roasting 2 a : a place where two things or parts are wined 
b: a space between the adjacent surfaces of two bodies joined and held 
together fas by cement or mortar) c : a fracture or crack in rock not 
accompanied by dislocation d: trie flewiig |art of a cover akmg either 
backbone edge of * book c : the junction of two or more members of 
a framed struct ur* f : a union formed by two abutting rails in a track 
tnduding the elements (as bars and bolts) necessary to hold the abut- 
ting raus together g : an area at which two ends, surfaces, or edges 
attached. 3 a : a shabby or disreputable place of entertainment 



|>' t SevMdAii<ca.l6S9) 1 : a party to 
k»P* *£ieb unknown 2: an average man 

V e< OoV VMor4. AMrA a plTShm Dor 



are anacnea. 4 a : a stubby or < 

b: FtACE. ESTAJUsffifENT cskuigi prison 2 4 1 « marijuana cigarette 
— jol#^ VjoiiMadX adj — ioint*e44y adw — Joiai^wcn if — 
out of joint 1 • of a bone : having the bead slipped from its socket 
legal proceedings whose b : at variance .2a: disordered 2a b : being out of humor : DtssAT- 



'e tfei Do-ry Vra~e. -'ootA a pi mm Dorics [earlier dory. U: ME 
l>* frMF done. Hu gilded one] (1754) : a common yellow to olive 
#<«bh {ZeusfaberS of Europe and Africa with an oval compressed 
Ion* dorsal spines, and a dark spot on each side: abo : a closely 
^Jjiod possibly identical fish (Z capetuis) widely distributed in 

sP*^<fi*t*M* Wd-rwzA #i [Heinrich A. Johne fl9IO Ger. bacteri- 
^SStt 0901) : a chronic often fatal contagious enteritis of ruminants 
&jZn. of cattle that is caused by a bacterium {Mycobacterium parvtu- 
**£y!osB) and is characterized by persistent diarrhea and gradual ema- 

^Jrffaavcock \*jan>1ian<JuUc\ n {John Hancock: fr. the Prominence 
iJS, signature on the Declaration of Independence] (1903) : an auto- 
«JjJS, signature 

fSuUea-ty \-*hen-re\ « (fr. the name John Henry, fr. confusion with 
J£5I Hancock] (1914) : an autograph signature 
^Ivlarka: mark la 



rZ^+S \"ja-n£\ n. pi JohnsOes ffr. the name Johnny] (167 J) 1 often 
jJJVp&jjOW. * : * short-sleeved collarlcss gown that is open in 
Jri back and is worn by persons (as hospital patients) undergoing med- 
Y\t ejuvnination or treatment 

£Lay«c*ke \ f ja-ne^k4k\ n (prob. fr. the name Johnny] (1739) : a 
ir^dmade witbcornmeal 

£ZZmy~comc^te4y \'ja-ae-C)k am-lat-lcN «. pi Joaany-come- 
^dies or Joliniile«-coaie-lately (.1839) 1 : a Ute or recent ar- 
newcomer 2 : UPSTART <estab!isbcd families tend to bold them- 

^ tU ~ iifiiK.-, Zeckendorf f!976> 

Z) . 1 : a common and 

. , ) which has short -spurred 

SJSers usu. blue or' purple mixed with white and yellow and from 
**** mo>t _ 0 ^ tfac g ara<cn pansies are derived; broadly : any of various 



SSes above the Joknnr<ome-ktciies—WtiUMmZ 
j£*my~4nmp-mp \Ja-o*-'j3mr>-pp\ n (IS42) 
^Tculovated European viola {Viola tricolor} wh 



jff^n^owercd cultivated pansies 2 : any of various American violets 
jotot^-on- th e spot \"^ne\6n-tlp-rspit. vui-\ n (1896) : a person 



ibo a on hand and ready to perform a service or respond to an emcr- 

£baoy Reb V'rcbV n (fr. the name Johnny + reb rebel] (1865) : a 
Confederate soldier . 

/otBVBOMse Vjana^^iez, -*nes\ n (Samud Johnson} (1843) : a 
literary style characterized by bala n ced phraseology and Lattnate dk- 

ooo : . _ 

john^oo-crass \*Kurft)-$3o- l gras\ «. often a^fWilliam Johnston f 1859 
Am- agriculturist] (1884) : a tall perennial sorghum {Sorghum hale- 
pen$e) orig. of the Mediterranean region that is widely used for forage 
pi warm areas and often becomes naturalized 

jote de vf-vre \^hwa>d9- a vevr*V n (F. lit., joy of living] ( 1889) : keen or 
buoyant enjoyment of life 

ijoin VjoinA vb (ME, fr. OF Joindrt. fr. Ljungere — more at yoke] ft 
(1 3c) I a : to put or bring. together so as -to form a unit <-~ two 
blocks of wood with glue) b : to connect (as points) by a line c: ad- 
join 2 : to put or bring into dose association or relationship <r~ed in 
marriage) 3 : to engage in (battle) 4 a : to come into the company 
of ('-erf us for lunch) b : to associate oneself with <~*rf the church) 
i-* n* 1 a : to come together so as to be connected (nouns ~ to form 
compounds) b : adjoin (the two estates ~) 2 : -to come into dose 
association or relationship: as a : to form an alliance b : to become 
a member of a group c : to take part in a collective activity <~ in 
singing) — jouvable Vjoi-n»-bd\ adj 

gya iota combine, unite, connect, unk. associate, relate mean to 
bring or come together into some manner of union, join implies a 
bringing into contact or conjunction of any degree of closeness (joined 
forces in ah effort to win), combine implies some merging or mingling 
with corresponding loss of identity of each unit (combined jazz and 
rock to create a new music), unite implies somewhat greater loss of 
separate identity (the colonies united to form a republic), connect 
suggests a loose or external attachment with little or no loss of iden- 
tity (a mutual defense treaty connected the two nations). LINK may 
imply strong comiection or inseparability of elements still retaining 
identity (a name forever linked with liberty), associate stresses the 
mere fact of frequent occurrence or existence together in space or in 
logical relation (opera is popularly associated with high society), re- 
late suggests the existence of a real or presumed logical connection 
(related what he observed to what he already knew), 
lin « ( 1 825) 1: joint 2: union 2d 

r V'jouxbrN n {F joindre to join, fr. OF] (1601) 1 : conjunc- 
tion I 2 a (I) : a joining of parties as plaintiffs or defendants in a 
suit (2) :. a joining of causes of action or defense b : acceptance of an 
issue tendered 

Join-er VjOMWiA n (14c) : one that joins: as a : a person whose occu- 
pation is to construct articles by joining pieces of wood b : a gregari- 
ous or civic-minded person who joins many organizations 

join-eiy Vjoi-na-re. *jdirwe\ n (1678) 1 : the art or trade of a joiner 
2: work done by a joiner 



'ioii 
join 



HoU* adj (ME, fr. MF. fr. pp. of Joindre, fr. OF] (14c) t : united. 
OOMUNED (the ~ rafluenccs of culture and climate) 2 : common to 
two or more: as a (1) : involving the united activity of two or more 
<• s coostitut » n g an activity, operation, or organization 

m which elements of more than one armed service participate (~ ma- 
neuvers) (3) : constituting an action or expression of two or more 
governments <~ peace talks) b : shared by or affecting two or more 
(a ~ fine) 3 : united, joined, or sharing with another (as ma right or 
status) (~ hears) 4 : being a function of or involving two or more 
variables and esp. random variables — jointly Wr 
*rOfat vb VJoim} rf (1530) 1 : to separate thcloints of (as meat) 2 a 
: to unite by a joint : fit together b: to provide with a joint : ARTICU- 
LATE c: to prepare £** a board) for jointng by planing the c * 
1: to fit as tf by jomts(tbe stones ~ neatly) * 
stage in growth — used esp. of small grains . 
Joint Chiets of S*afT ( 1946) : a military advisory group composed of 
the chiefs of staff of the array and air force, the chief of naval opera- 
tions, and sometimes the commandant of the marine corps 
jolnt-er Vjotn-torX n (1678) : one that joints; esp: any of various Cools 
used to making joints 
joint crass a (1835) : a coarse creeping grass {fiaspaJum distichum) 
with jomted stems that a used for fodder and for erosion control 



joints as a 



Joint resotatioa n (1838) : a resolution passed by both bouses of a 
legislative body that has the force of law when signed by or passed over 
.tbdycto of the executive. 

Jot&rcss \'j6in-tras\ n 0602) : a woman having a legal jointure 

joint-stock company n (1776) : a company or association consisting 
of individuals organized to conduct a business for gain and having a 
joint stock of capital represented by shares owned individually by the 
members and transferable without the consent of the group 

join-tore Vjoin-cturX n (14c) 1 a : an act of jointng : the state of 
bong joined b : joint 2 a : an estate settled on a wife to be taken 
by her in lieu of dower b : a settlement oh the wife of a freehold estate 
for her/lifetime *f 

joint-Worm VjoinKwarroV n (18*1) : the larva of any of several small 
chalcsd wasps (genus Harmolita) that attacks the stems of grain and 
«tises*wetuogsliUgaU^ 

joist Vjotst\ n (ME joist*, fir. MF gtaqkr. (assumed) VL jacUurtu fr. L 
jadre to lie more at adjacent]. (lis : any of the small timbers or 
metal beams ranged, paralld.from walfto wall in a structure to support 
• a floor or ceiling 

jo-jo-ba \b9-*h6-bA n (MexSp] (1923) : a shrub or small tree tSm- 
mondsia chinensis syn. £ californicdi of the box family of southwestern 
No. America with edible seeds that yidd a valuable liquid wax 
'joke VjokX n fLjbcus; pcrh. akin to OHG gehaa to say, Skt ydcati he 
asks] (1670) 1 a : something said or done to provoke laughter; esp 
z a brief oral narrative with a climactic humorous twist b (I) : the 
humorous or ridiculous element m something (2) : an instance of 
jesting : kidding (can't take a~) c: practical joke d ; laughing- 
stock 2 : something not to be taken seriously : a trifling matter (con- 
sider his skung a Harold Callcnder) — often used in negative 

construction (it is no ~ to be lost in the desert) 

: JEST ft S to 
\adt 

i person given to joking : WAG b 
; FElXow, OUT; esp \ an insignificant, obnoxious, or incompetent person 
(a shame to let a ~- tike this win —Harold Robbins) 2 : a playing 
card added to a pack as a wild card or as the tugi^-ranking card 3 
■ (J) } an ambiguous or apparently immaterial clause inserted in a 
legislative bill to make it inoperative or uncertain in some respect (2) 
: an unsuspected, misleading, or misunderstood clause, phrase, or 
word in a document that nullifies or greatly alters it b : something (as 
an expedient or stratagem) hdd in reserve to gain an end or escape 
from a predicament c : an unsuspected or not readily apparent fact, 
factor, or condition that thwarts or nullifies a seeming advantage 
Jokoster \'j6k-stx\ n (1877) : joker i 

jokney also joky Vjd-ke\ odj jok4-er; -est (ca. 1825) 1 : given to 
joking 2 : humorous, comical 3 : amusingly ridiculous i laugh- 
able— joktty Vka-lSV on* r — jok4-oess \-kesws\ n 
jol*li-fi<a-tion \Ja-fi-f>.«ka-sh3n\ n ( 1 809) ; festivity, merrymaking 
joMUy Vnvla-teA n. pf -ties (14c) 1 : the quality or state of being 
jolly : merriment 2 Brit : a festive gathering 

^Wy^^ orf >i^^^[MEMfr.OFJ(14c) 1 a (1): full 
of high spirits : joyous (2) : given to conviviality : jovial b : ex- 
pressing, suggesting, or inspiring gaiety : cheerful 2 : cxtremdy 
pleasant or agreeable : splendid syn see merry 

VAabat \*\ kitten. F table \ar\ farther \a\ ash \a\ace \a\map. mar 
\au\oat Vcfa\dun \e\bet \C\ easy \g\go \i\hit \i\lce \j\Job 
\0\ang \6\go \6\law \6i\boy \th\thtn \ih\the NuMoot \u\feot 
\y\ yet Vzh\ vision \a.!t, - . oe. a, u% ^\ *« Guide to Ptonundation 



construction w is no to be lost in the desert) 
'joke wb joked; jok-lng n (1670) : to make jokes : IE 

make tbe object of a joke : KID — joMng4y \*j6-kir>4e\ 
jok-er Vjd-kar\ n (1729) 1 a : a person given to joc 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



BOSTON SCIENTIFIC 
TECHNOLOGY, INC., 



Plaintiff, 



Case No. 1-.01CV02015 



v. 



Judge: Gladys Kessler 



MEDTRONIC ANEURX, INC. and 
ERIC C. MARTIN, 



FILED 



NOV 1 52001 



Defendants. 



NANCY MAYER WHITTINGTON, CLERK 
U.S DISTRICT COURT 



fTKPPggKPT ORDER EXTENDING TIME TO RESPOND TO COMPLAINT 

Defendant Medtronic Aneurx, Inc. has moved to extend to Monday, December 17, 
2001 the time in which they may answer, move or otherwise respond to the Complaint of 
plaintiff, Boston Scientific Technology, Inc. Plaintiff does not oppose this motion. 

Accordingly, upon motion of the defendant and for good cause shown, the motion is 
GRANTED, 




WDC99 519583-1 052734 0050 



UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



%:MED LIFE SYSTEMS, INC., 
/ Plaintiff, 



CASE NO. 1 .01 CV 201 5 (GK) 



MEDTRONIC AVE, INC. 
and ERIC C. MARTIN, 



Defendants. 



FILED 

DEC 2 1 2001 

NANCY MAYER WHITTIfJC I OM CLERK 
U.S. DISTRICT COURT' 



rcaeposEDi order a l lowing filing of second amended complaint 

Plaintiff Scimed Life Systems, Inc. ("Scimed") has moved to file a Second 
Amended Complaint pursuant to Rule 1 5(a), Fed.R.Civ.P. and Local Rule 7. 1 . Defendant 
Medtronic AVE, Inc. ("Medtronic AVE") and defendant Eric C. Martin ("Martin") have 
consented in writing to this motion. 

Accordingly, upon motion of plaintiff, the motion is GRANTED. 



Dated: December^, 2001 



Honorable Gladvp Kessler 
United States District Judge for the 
District of Columbia 



CERTIFICATE OF SERVICE 



The undersigned hereby certifies that a true copy of the 

(1) STIPULATED JOINT MOTION TO FILE SECOND AMENDED COMPLAINT, 

(2) SECOND AMENDED COMPLAINT, and 

(3) [PROPOSED] ORDER ALLOWING FILING OF SECOND AMENDED 
COMPLAINT 

were served this day of December, 2001 by Hand, on the attorneys for defendants as 

follows: 

Charles R. Work, Esq. 
Donna M. Tanguay, Esq. 
Mark G. Davis, Esq. 
John R. Fuisz, Esq. 
McDermott, Will & Emery 
600 Thirteenth Street, N.W. 
Washington, D.C. 20005-3096 

Counsel for Medtronic AVE, Inc. 

and 

Robert J. Koch, Esq. 
Fulbright and Jaworski 
801 Pennsylvania Ave., N.W. 
Washington, D.C. 20004 



Counsel for Eric C. Martin 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

SCIMED LIFE SYSTEMS, INC., 

Plaintiff and Counterclaim-Defendant, 

CASE NO. 1 :01CV 2015 (RJL) 

v. 

MEDTRONIC AVE, INC., 

Defendant and Counterclaimant, 
and ERIC C. MARTIN, 

Defendant and Counterclaim-Defendant. 



[PROPOSED] ORDER GRANTING SCIMED'S MOTION TO FILE UNDER SEAL 
SCIMED'S OPPOSITION BRIEF AND THE DECLARATION OF GIDON D. STERN 
IN SUPPORT OF SCIMED'S OPPOSITION TO MEDTRONIC 'S REQUEST FOR 
ENTRY OF DEFAULT JUDGMENT AS TO SCIMED 

The matter having come before the Court on plaintiff Scimed Life Systems, Inc. 
("Scimed") Motion To File Under Seal (1) SCIMED'S MEMORANDUM OF POINTS AND 
AUTHORITIES IN OPPOSITION TO MEDTRONIC'S MOTION FOR ENTRY OF DEFAULT 
JUDGMENT AS TO SCIMED ("Scimed's Opposition Memorandum) and (2) the 
DECLARATION OF GIDON D. STERN in support of Scimed's Opposition Memorandum and 
attached exhibits to be filed under seal pursuant to Local Rule 5. l(j), and the Court having fully 
considered the arguments in support of and in opposition to that motion: 

IT IS HEREBY ORDERED THAT: 

The aforementioned motion is GRANTED. 

Scimed's Memorandum of Points and Authorities in Opposition to Metronic's Motion for 
Entry of Default Judgment As to Scimed ("Scimed's Opposition Memorandum) and the 



RLED 

MAY - 2 2002 



DECLARATION OF GIDON D. STERN in support of Scimed's Opposition Memorandum and 
attached exhibits shall be filed under seal, with the exception that the memorandum, declarations 
and exhibits thereof shall be available to defendant, Medtronic AVE, Inc. and defendant, Eric C. 
Martin. 

SO ORDERED. 





United States District Judge for the 
District of Columbia 



LIST OF PERSONS TO BE NOTIFIED 
OF ENTRY OF ORDER 



Marcia H. Sundeen, Esq. 
PENNIE & EDMONDS LLP 
1667 K Street, N.W. 
Washington, D.C. 20006 
Tel: (202) 496-4400 
Fax: (202) 496-4444 

Gidon D. Stern, Esq. 
Thomas E. Friebel, Esq. 
Alexandra N. Haner, Esq. 
PENNIE & EDMONDS LLP 
1 1 55 Avenue of the Americas 
New York, NY 10036 
Tel: (212) 790-9090 
Fax: (212) 869-9741 

Paul F. Prestia, Esq. 

Joshua L. Cohen, Esq. 

RATNER & PRESTIA 

Suite 301, One Westlakes (Berwyn) 

P.O. Box 980 

Valley Forge, PA 19482-0908 
Tel: (610) 407-0700 
Fax: (610) 407-0701 

Charles R. Work, Esq. 
Donna M. Tanguay, Esq. 
Mark G. Davis, Esq. 
John R. Fuisz, Esq. 
McDERMOTT, WILL & EMERY 
600 Thirteenth Street, N.W. 
Washington, D.C. 20005-3096 
Tel: (202) 756-8029 
Fax: (202) 756-8087 

Robert J. Koch, Esq. 
FULLBRIGHT & JAWORSKI 
801 Pennsylvania Ave., N.W. 
Washington, D.C. 20004 
Tel: (202) 662-4765 
Fax: (202) 662-4643 



UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



SCIMED LIFE SYSTEMS, INC., 

Plaintiff and Counterclaim 
Defendant, 



v. 



MEDTRONIC AVE INC., 

Defendant and 
Counterclaimant, 

and ERIC C. MARTIN, 

Defendant and 
Counterclaim-Defendant 



FILED 

AUG 3 0 2003 

HN1CY MAYER WHITT1NGTON, CLERK 
U.S. DISTRICT COURT 



Case Number 01-2015 (RJL) 




MEMORANDUM OPINION AND ORDER 
(Augus(^ 2003) (# 17, 22, 29, 34) 

Three motions are now pending before the Court in the above captioned case. The 

first is the motion for default judgment by defendant and counterclaimant Medtronic 

AYE, Inc. ("Medtronic") against defendant and counterclaim-defendant Eric C. Martin 

and plaintiff and counterclaim-defendant Scimed Life Systems, Inc. ("Scimed"). Second 

is Scimed's motion to dismiss Medtronic's counterclaim for lack of subject matter 

jurisdiction. Finally, Medtronic has filed a Rule 1 1 motion for sanctions against Scimed, 

arguing that Scimed's case is a "sham," and that Scimed's papers contain material 



< 



misrepresentations of fact. 

For the reasons set forth below the Court hereby grants Medtronic's motion for 
entry of default judgment against Martin, but reserves ruling on the relief to which 
Medtronic is entitled. The Court denies Medtronic's motion for default judgment as to 
Scimed and denies Scimed's motion to dismiss Medtronic's counterclaim. Finally, the 
Court also denies Medtronic's Rule 1 1 motion for sanctions. 



I. BACKGROUND 

Plaintiff and counterclaim-defendant Scimed brought the instant action pursuant to 
35 U.S.C. § 146 to contest the decision of the Board of Patent Appeals and Interferences 
(the "Board") of the United States Patent and Trademark Office ("USPTO") regarding 
certain patent applications for an apparatus for reinforcing a bifurcated lumen. Plaintiff 
Scimed and defendant and counterclaimant Medtronic each are assignees of record of 
two, different patent applications for a bifurcated lumen invention; 1 defendant and 



1 Andrew Cragg and Michael Dake filed an application with the USPTO regarding 
the bifurcated lumen apparartus on June 5, 1995. The application was assigned the serial 
number 08/461,402 (the '"402 application"). Cragg and Dake assigned all rights in the 
'402 application to Boston Scientific Technology, Inc., which merged into plaintiff 
Scimed. Scimed is now the present legal owner of the '402 application. Defendant and 
counterclaimant Medtronic was assigned its rights in a patent application for the invention 
by Thomas J. Fogarty, Timothy J. Ryan, and Kirsten Freislinger (collectively referred to 
as party "Fogarty" in the underlying proceedings at the USPTO). That application was 
filed with the USPTO on June 5, 1995, and assigned the serial number 08/463,836 (the 
"'836 application"). Fogarty assigned its rights in the '836 application to Medtronic 
Aneurx, Inc., which merged into Medtronic AVE, Inc. Defendant Medtronic is now the 



2 



counterclaim-defendant Eric C. Martin was awarded a patent for the same apparatus. The 
USPTO declared an interference on April 23, 1998, between Scimed's patent application 
(the "Cragg" or '"402 application"), Medtronic's patent application (the "Fogarty" or '"836 
application") and Martin's patent (the "Martin" or '"817 patent"). This interference 
proceeding was assigned Interference No. 104,192, and is referred to as the '"192 
interference." Shortly thereafter, on September 20, 1998, Martin and Scimed entered into 
an option and license agreement under which Scimed had an exclusive option to purchase 
the rights to Martin's '817 patent. Neither Scimed nor Martin disclosed the existence of 
this agreement to Medtronic or the Board before the Board rendered its decision in the 
'192 interference. 2 

The Board yielded its decisions pertaining to the '192 interference on July 27, 
2001 . Scimed filed a complaint in this Court on September 25, 2001, challenging the 
Board's decisions that were adverse to its interests in the '402 application. Subsequently, 
Scimed filed an amended complaint on November 9, 2001, and a second amended 
complaint on December 21, 2001 . Defendant Medtronic filed its answer to the second 
amended complaint and its counterclaim on January 2, 2002. In turn, Scimed filed its 

legal owner of the '836 application. 

2 Scimed disclosed the existence of the agreement with Martin on March 21, 2002; 
Medtronic maintains that the disclosure was untimely and in violation of the pertinent 
regulations contained in 37 C.F.R. § 1.602. See Medtronic Mot. for Default Judgment at 
3-4. Scimed contends that the disclosure was timely and proper. As this issue is 
irrelevant to the Court's resolution of the motions now before it, the Court will not 
consider the parties' arguments on this issue at this time. 

3 



answer to Medtronic's counterclaim on January 1 8, 2002, and then separately filed a 
motion to dismiss the counterclaim almost five months later, on May 17, 2002, arguing 
that this Court lacks subject matter jurisdiction to hear Medtronic's claims. 

As defendant and counterclaim-defendant Martin never filed an answer to 
Medtronic's counterclaim, Medtronic filed a motion for default judgment against Martin 
on April 23, 2002. 3 In its motion for default judgment, Medtronic asked this Court not 
only to grant default judgment as to Martin, but also as to Scimed for Martin's failure to 
answer the counterclaim. According to Medtronic, because Scimed is the owner of an 
exclusive license to Martin's '817 patent, it has a duty under that license to litigate all 
claims stemming from the patent. Under Medtronic's theory, default as to Martin is 
default as to Scimed, even though Scimed filed a timely answer to the counterclaim. 

Additionally, Medtronic brings a Rule 11 motion for sanctions against Scimed, 
coincidentally filed on the same day as Scimed's motion to dismiss Medtronic's 
counterclaim. Medtronic argues that Scimed has materially misrepresented its 
relationship with Martin as to whether Scimed or Martin owns all right, title, and interest 
in the '817 patent. Due to these alleged misrepresentations, Medtronic asks the Court to 
dismiss this case "as sanction for Scimed's conduct and Martin's collusion in that 
conduct." Medtronic Mot. for Sanctions at 10. 



3 The Clerk of Courts made an entry of default against Martin on the same day. 

4 



n. ANALYSIS 

A. Scimed's Rule 12(b)(1) Motion to Dismiss Medtronic 's Counterclaim for 
Lack of Subject Matter Jurisdiction is Denied 

Scimed asks this Court to dismiss Medtronic's counterclaim against it and against 
Martin pursuant to Federal Rule of Civil Procedure 12(b)(1), claiming that the Court lacks 
subject matter jurisdiction under 35 U.S.C. § 146 to hear Medtronic's claim. 4 The Court 
disagrees, and denies Scimed's motion to dismiss. 

In its counterclaim against Scimed and Martin, Medtronic asks this Court, in 
essence, to affirm the Board's decisions that were favorable to Medtronic, reverse those 
that were not, and to adjudge that Medtronic is entitled to a Letters Patent of the United 
States for the bifurcated lumen invention. See Medtronic Counterclaim at 10. At issue 
for purposes of Scimed's motion to dismiss are three preliminary morions filed by Fogarty 
— who assigned its rights in the patent application to Medtronic — with the Board. In 
Preliminary Motion No. 1, Fogarty argued that the claims contained in the Cragg/Scimed 
patent application were not patentable. Additionally, in Preliminary Motion No. 3, 
Fogarty challenged any benefit awarded to the Cragg/Scimed patent application due to an 
earlier filing date of a European patent application. Finally, Fogarty alleged in 



4 Section 146 provides, in relevant part, that "Any party to an interference 
dissatisfied with the decision of the Board of Patent Appeals and Interferences on the 
interference, may have remedy by civil action, if commenced within such time after such 
decision, not less than sixty days " 
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Preliminary Motion No. 4 that certain claims in Martin's patent and in the Cragg/Scimed 
patent application were unpatentable. 

The Board denied each of these motions on February 1 1 , 2000. Six months later 
on August 14, 2000, the Board asked Fogarty "to file a paper identifying all [previous] 
motion decisions adverse to party Fogarty which Fogarty believes still must be considered 
at final hearing even if all issues raised by Party Cragg [Scimed] for final hearing are 
decided against party Cragg." Scimed Mot. to Dismiss at 2. In response, Fogarty 
submitted to the Board that Preliminary Motion Nos. 1, 3, 4, among others, "would 
become moot and need not be considered in the event judgment is entered against Cragg. 
(While the motions thus need not be reviewed, reference to Cragg's position and/or the 
Board's rulings with respect to certain of these may still be required.)." At the final 
hearing before the Board on the '192 interference, Preliminary Motions 1, 3 and 4 were 
neither discussed by Cragg or Fogarty nor briefed by the parties as part of the proceeding. 
When the Board rendered its decision on July 27, 2001 awarding priority of invention to 
the '836 or Fogarty/Medtronic application over the '402 or Cragg/Scimed application, the 
judgment did not address any of the issues raised in Fogarty's Preliminary Morions 1, 3 
and 4. See Medtronic Mot. for Default Judgment, Exh. A (Board's Op. in the '192 
interference). 

Despite the fact that the issues were never briefed by the parties nor discussed by 
the Board during the final hearing proceedings on the '192 interference, Medtronic now 
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asks this Court to reverse the Board's rejection of Fogarty Preliminary Motions 1, 3 and 4. 
Both Medtronic and Scimed primarily cite the same cases as support for their arguments 
regarding this Court's subject matter jurisdiction to hear Medtronic 's counterclaim: 
Conservolite, Inc. v. Widmayer, 21 F.3d 1098, 1102 9Fed. Cir. 1994) and General 
Instrument Corp. v. Scientific-Atlanta, 995 R2d 209, 214 (Fed. Cir. 1993). 

While the cases provide some guidance, they are not factually analogous to the 
situation presently before the Court. In Conservolite, the party bringing a Section 146 
action in district court asked the court to consider an issue that the party did not raise 
either by preliminary motion or at the final hearing. The Federal Circuit in 
Conservolite held that a party's failure to raise the issue in a preliminary motion not only 
precluded it not from raising the matter at the final hearing, but also precluded district 
court review. See Conservolite, 21 F.3d at 1 101 . Here, the situation before the Court is 
different. Unlike the party that brought a Section 146 action in Conservolite, Medtronic 
raised in Preliminary Motions 1, 3, and 4 the same issues it now brings in its 
counterclaim, although those issues were not addressed at the final hearing. 

The Court must therefore determine whether failure to introduce an issue during a 

final hearing oh an interference — even if the issue was raised by preliminary motion — 

prevents a district court from considering the issue during a Section 146 action. While 

Conservolite states that "an action under § 146 is essentially a proceeding to review the 

# 

action of the Board," id., the Court cannot conclude that it stands for the proposition that 
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Scimed advances: that district courts lack subject matter jurisdiction over issues raised in 
preliminary motions but not addressed at a final hearing. See Scimed Reply at 4 (arguing 
that M [i]f an issue is not raised at final hearing or considered in the Board's final decision, 
it cannot be raised in a Section 146 action."). The Federal Circuit's opinion in 
Conservolite recognizes as much when it states that "[i]n order for an issue to have been 
raised adequately so that it qualifies for consideration in a Section 146 proceeding, the 
issue should have been raised as specified in the PTO's interference rules, for example, 
through preliminary motions, motions to correct inventorship, miscellaneous motions, 
belated motions delayed for good cause, or opposition to these motions." Id at 1 102 
(emphasis added). Medtronic complied with that requirement by bringing Preliminary 
Motions 1, 3, and 4. See Scimed Reply at 5. Neither Conservolite, nor the pertinent 
statute and regulation, require more. See 35 U.S.C. § 146; 37 C.F.R. § 1.658. 

Furthermore, the Court does not believe that allowing Medtronic to raise issues 
here that were not specifically briefed or raised during the final hearing to be inconsistent 
with the general principle that administrative remedies must be exhausted before seeking 
district court review. This is especially true because the Board itself limited the issues to 
be considered at the final hearing when it asked Medtronic to list only those issues 
Medtronic believed "still must be considered at final hearing even if all issues raised by 
Party Cragg [Scimed] for final hearing are decided against party Cragg." Scimed Mot. 
to Dismiss at 2. Medtronic's answer to that question was a qualified one: only if all issues 
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were decided against Cragg were Medtronic's preliminary motions moot. As the Board 
limited the issues to be considered, and because Fogarty/Medtronic raised the issues in 
preliminary motions which were denied by the Board, the Court concludes that permitting 
Medtronic to bring them here in its counterclaim is "not wasteful of adrninistrative and 
judicial resources." Conservolite, 21 F.3d at 1 102. Moreover, the Court does not find 
Medtronic waived its claims for the same reasons it finds that Medtronic sufficiently 
exhausted its administrative remedies. 

For the reasons set forth above, the Court denies Scimed's motion to dismiss 
Medtronic's counterclaim. 

B. Medtronic's Motion for Default Judgment Against Scitned is Denied 
Medtronic has moved for default judgment against Scimed under the theory that 
Scimed was the true party-in-interest to Martin's patent, and had a duty to defend Martin 
in all litigation arising from that patent. Default against Martin, under the defendant's 
theory, is also default against the plaintiff, Scimed. 

The standard in this court for granting a motion for default judgment is set forth in 
Jackson v. Beech, 636 F.2d 831 (D.C. Cir. 1980), as well as Rule 55 of the Federal Rules 
of Civil Procedure. In Jackson, the Circuit Court specifically explained that default 
judgment is disfavored when it stated that "modern federal procedure favors a trial on the 
merits over a default judgment," and that default judgment is normally reserved for a 
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"totally unresponsive party." Id. at 835. Scimed, in this case, has not been a totally 
unresponsive party. It has filed its opposition to the motion for default judgment and the 
motion for sanctions in a timely manner. It cannot be said that Scimed is being 
unresponsive or otherwise dilatory in defending its interests. 

This Court has been unable to find support in the law for entering default judgment 
against a party because that party has a duty to defend a second party, who is truly in 
default for failing to appear or is totally responsive, under a licensing agreement. Those 
cases where a duty to defend has resulted in default judgment have been limited to cases 
between an insured and an insurer — where there has been privity in contract between 
those parties, and the insured, rather than a third party, sought to enforce the contract and 
the insurer's duty to defend. See, e.g. y Weiss v. St. Paul Fire and Marine Ins. Co. 283 
F.3d 790 (6* Or. 2002); Pershing Park Villas Homeowners Assoc. v. United Pacific Ins. 
Co., 219 F.3d 895 (9 th Cir. 2000). The Court does not find support for a third party - like 
Medtronic - seeking to enforce a contractual duty to defend between two other parties in 
order to obtain default judgment. 

In any event, Medtronic has not satisfied the test set for granting default judgment 
set forth by this Circuit in Combs v. Nick Garin Trucking, 825 F.2d 437 (D.C. Cir 1987). 
The Court in Combs listed three factors to consider when setting aside default judgment, 
which is relevant to this Court's determination as to whether default judgment is 
appropriate in the first place: whether the default was willful, whether denying default 
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judgment would prejudice the moving party, and whether the alleged defense - here, the 
plaintiffs claim - is meritorious. As mentioned previously, the Court does not find willful 
default in this case. Scimed has been responsive to every pleading and motion. The court 
also does not find that denying default judgment would prejudice Medtronic at this early 
stage in the proceedings. 

Given this Circuit's disfavor toward default judgment and strong preference for 
adjudication of claims on their merits, if Medtronic's position is as truly meritorious as it 
claims in its papers, a motion for summary judgment would be the proper procedure for 
addressing which party is the true party at interest in the Martin patent. A motion for 
default judgment should not be used as a motion in limine to prevent a party from 
presenting proofs or making claims. 

For those reasons set forth above, Medtronic's motion for default judgment against 
Scimed is denied. 

C. Medtronic 's Motion for Default Judgment Against Defendant and 
Counterclaim Defendant Martin is Granted 

Although the Court denies Medtronic's motion for default judgment against 
Scimed, the Court grants its motion for entry of default judgment as to Martin, but 
reserves ruling on what relief should be granted. 

Applying the Combs test, discussed above, the Court finds that Medtronic has 
satisfied the first requirement by showing that Martin's default is willful. Martin has been 
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served with copies of the pleadings and motions filed in this case. He has not responded 
to Scimed's complaint, Medtronic's counterclaim, or Medtronic's motion for default 
judgment. However, Martin has retained counsel and filed a declaration included as 
Exhibit 5 to Scimed's opposition to Medtronic's motion for entry of default judgment. 
Given that he has retained counsel, has received copies of all pleadings and motions filed 
in this case, and has been a "totally unresponsive party" to this filings, Jackson, 636 F.2d 
at 836, the Court can only conclude that Martin's default is willful, rather than the result 
of negligence on his or his attorney's part. 

As Martin has neither opposed the entry of default judgment against him nor 
suggested he may have a meritorious defense to Medtronic's counterclaim, the Court need 
not consider the remaining two prongs of the Combs test. Although Martin has willfully 
defaulted, the question of the relief to which Medtronic is entitled due to his default is a 
complicated one. In its motion for default judgment, Medtronic, in essence, asks this 
Court to reverse the Board's decisions that are adverse to Medtronic's interest in the '836 
patent application, and affirm those that are favorable. 5 Entering a judgment against 

3 Specifically, Medtronic asks this Court to grant the following relief: 

(1) Reversing the Patent Board's decision concerning Fogarty's 
Preliminary Motion No. 4; 

(2) Reversing those portions of the Patent Board's decision of July 27, 
2001 with regard to the '192 interference that are adverse to Fogarty; 
and 

(3) Adjudging that Medtronic is entitled to a Letters Patent of the United 
States for the invention disclosed in the '836 Application 
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Martin for this relief, however, necessarily gives Medtronic the relief it seeks against 
Scimed as well — relief the Court denied to Medtronic when it rejected its motion for 
default judgment against Scimed. The Court cannot see how it is possible to enter default 
judgment against Martin without also simultaneously, and inadvertently, entering 
judgment against Scimed on the underlying issues of Medtronic's counterclaim. 

While finding that Martin is in default, the Court will therefore reserve entering 
judgment against Martin until Medtronic's counterclaim is adjudicated on the merits. 

D. Medtronic 's Rule 11 Motion for Sanctions Against Scimed is Denied 
Medtronic charges that Scimed has made misrepresentations to the Court that "go 
to the core of the dispute between the parties," Medtronic Mot. for Sanctions at 1, and 
requests that this Court sanction Scimed for this alleged misconduct by dismissing its 
complaint. The Court declines to do so. 

The charges made in Medtronic's motion for sanctions and Scimed's opposition go, 
as Medtronic notes, to the heart of this case: which party is entitled to the rights for the 
bifurcated lumen patent. To resolve the motion for sanctions either in Scimed's or 
Medtronic's favor, the Court must necessarily resolve the merits of the underlying dispute 
without the benefit of discovery. To do so at this stage in the litigation would not be fair 



Medtronic Mot. for Default Judgment at 5. 
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to either side. Therefore, without ruling one way or the other as to the factual allegations 
contained in Medtronic's motion and Scimed's opposition, the Court denies Medtronic's 
motion for sanctions. 



HI. CONCLUSION 

For the reasons set forth above, the Court hereby: 

GRANTS Medtronic's motion for entry of default judgment against Martin (#17), 
but reserves ruling on the relief to which Medtronic is entitled; 

DENIES Medtronic's motion for default judgment as to Scimed (#17); 
DENIES Scimed's motion to dismiss Medtronic's counterclaim (#22); and 
DENIES Medtronic's motion for sanctions (#23). 
In addition the Court also: 

GRANTS Scimed's motion for Gideon Stern to appear pro hac vice for Scimed 
(#29); and 
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GRANTS Scimed's motion for leave to file the Patent Office's Decision to Pending 
Motions (#34). 



SO ORDERED. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



SCIMED LIFE SYSTEMS, INC., 

Plaintiff and Coxmteixlaim-Defe&idant, 

MEDTRONIC AVE, INC., 

*. Defendant and Counterclaimant, 
and 

ERIC C. MARTIN, 

Defendant and Connterclaim-Defendant 



Civil Action No. 1:01 CV 020j^pJL^ 



' tor* . ■• 



^aa; -3;, -cgf?- 

3fc ©*■■" 



STIPULATION AND ORDER 

WHEREAS on July 27, 2001 the Bpard ofPatent Appeals and Interferences of the 
United States Patient and Traiem^ik Office issued a Final Decision and Judgment ("July 
27, 2001 Final Decision^ in Interference No. 104*192 involving a single count and the 
following applications arid paten); of the parties: 

Fogarty etal UnitedStates Patent Application Serial No. 08/463,836 . 
6wn<ribyMe^ 
('Medtronic"); 

Gtigg et al United States Patent Application Serial No. 08/461,402 
owned by Scimed Life Systems, Inc. CScimed"); and 
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Mai^, States PatwiNa 5375,817 : 
C^artin"). \. 

WHEREAS the July 27, 2001 Final Decision awarded priority of invention to 
Fogarty et al (Medtronie) for the subject matter of the single count; 

WHEREAS on December 17, 2001 Scimed filed a Second Amended Complaint 
; requesting review of certain rulings in the July 27, 2001 Final Decision, including the 
award of priority of invention to Fogarty et al (Medtronic); 

WHEREAS on January 2, 2002, Medtjxmic filed an Answer, Counterclaim and 
CrasSrClaim requesting review of certain rulings in the July 27, 2001 Filial Decision; 

WHEREAS: Martin did hot respond to Scimed's Second Amended Complaint or 

** * * 

to Medtronic 's Answer and Cross-Claim; and 

WHEREAS, the Ctourt ral^Martmmd 
Medtronic's Cross-Claim, 

NO W THEREFORE Medtronic and Scimect desire tq |imt and expedite the 
remaining issues in dispute between them and therefore agree as follows: 

1. Scimed agrei^ that into 

invention toprove a date of invention for the inventors of Scimed'i Cragg etal 
Application Serial No. 08/461,402. Medtronic and Scimed reserve all rights against 
Martiii 

2. Medmmiea^estow^ 

Vascular Inc. v James K ttogan and Nicholas P. Gpfdicf , Cm No. 1:03 CV 02^66, filed 
on November 24.20Q3 in the United States District Court for the District of Columbia. 
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3. MedtmricandScimed^ 
following: 

(a) Whether^flie Board erroneously aifinneditsgrantofTogarty c/a/, 
(Medtronic) Hotioga 12 in its July 27, 2001 Filial Decision denying Cragg et al 
(Scimed) benefit of the February 9, 1994 filing date of its European application 
No; 94400284*9 as sudate of invention for the subject matter of the single count in 
Interference No. 104,192; 1 

(h) If the answer to issue (a) is yes and the Court elects to determine 
the is^ of priority, then wh 

date of invention prior to February 9, 1994 for the subject matte; of the single 
count in Interference No. 104,192; and, 

(c) Iftheaniwertoi^e(a)isyesMd^ 
detennine the issue of priority, then the case may be remanded to the B oard of 
Patent Appeals and Interferences for determinatioia of whether Fogarty et al 
(Medtronic) has established a date of invention prior to February 9, 1994 for the 
subject matter of the single couiit in Interference No.; 104,192* 

4. Medtronic and Scimed further agree that if the answer to issue (a) is no, 
then Fogarty etaL (Medtronip) is entitled to an award of priority for the subject matter of 
the single; count in Interference No. 104,192, and the Board's award of priority to Fogarty 
et al (Medtronic) in the July 21 V 2001 Final Decision shbiild be affirmed. 

5. Me<^nic;m<iS(^ 

Court determines that the answer to (b) is np> then Cragg et al (Spimed) is entitled to an 

1 The applicable buitfens of proof are not intended to be modified by this 
Agreement, - . y 

. NYJD-149022W 
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award of priority for the^^^ 

and the Board's award of priority to Fogarty & al (Medtronic) iathe July 27, 2001 Final 
Decision should be reversed. 

6. Medtronic and Scimed further agree that if the answer to (a) is yes and the 
Court determines that the answer to (b) is yes, then Fogarty et al (Medtronic) is entitled 
to an award of priority for the subject matter of the single count in Interference No. 
104,192, and the Board's award of priority to Fogarty etal (Medtronic) in the My27, 
2001 Final Decision should be affirmed/ 

7. If either party is dissa^ 

final decision of the Board of Patent Appeals and Interferences upon remand, the 
dissatisfied party may pwsue appropriate review. 

8. Medtronic and Scimed agree that amended pleadings will be filed in this . 
case reflecting this agreement to limit the issues; 
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IT IS AGREED TO AND ORDERED THAT* 

1. Pleadings filed in to case h^aft 

IN THE UNITED STATES DISTRICT COURT 
TOR THE DISTRICT OF COLUMBIA 

SCIMED LIFE SYSTEMS, INC., 

Plaintiff and CounterclaimrDefcndant, 
v. ■* 
MEDTRONIC VASCULAR INC, 
. . . Defendant and Counterclaimant, 
and 

ERIC C, MARTIN, 

Defendant and Counterclaim-Defendant. 



2. Medtronic is directed to withdraw, with prejudice, its Complaint in 
Medtronic Vascular Inc. v. James * & Rogan and fft&o 1:03 CV 

02466, filed on November 24, 2003 in the United States District Court for the District of 
Columbia within 14 days of entry of this Order. 

3 . The issues as between Scimed and Medtronic in this action are limited to 
the following: 

(a) Whether the Board erroneously affirmed its grant of Fogarty et al 
(Medtronic) lylption 12 in its My 27, 2001 Final pe^on denying Qr^^ era/. 
(Scimed)bencfflafthpFebru^ 



Civil Action No. 1:01 CV 02015 (RJL) 
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NOu 94400284.9 as a date of invention for ^subject i4attetofftesin^e. count in 
lnt^erencfr'No* 104,192;' 

(b) If the answer to issue (a) is yes and the Court elects to detennine 
the issue of priority, then, whether.Fogarty ei al f (Medtronic) has, established a 
date of invention prior to February % 1994 for the subject matter of the single 
count in Interference No. 104,192; and 

(c) If the answer to issue (a) is yes afcd the Court elects not to 
determine the issue of priority, then the case inay .be remanded to the Board of 
Patent Appeals and Interferences for determination of whether Fpgarty et aA 
(Medtronic) has estabHshed a date of invention priqr to February s, 1994 for the 
subjectiinatter of the single count in Interference No. 104,192. 

4. Scimed is directed to file a Third Amended Complaint consistent with the 
above statement within 14 days of entry of this Order. Medtronic is directed to file an 
Amended Answer and Counterclaim that is consistent with the above statements within 
14 days of service of the Third Amended Complaint 
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STIPULATED AND AGREED TO BY 



^^^^S^^^ ^^^^^ - 




Thomas E. Friebel (D.C; Bar No. 290627) 
Cathy J. Chin 

Max Bachrach (D.C Bar No. 477267) 

JONES DAY 

222 East 41 st Street . 

New York, New York 10017 

Attorneys for Sciraed life Systems, Inc. 


Donna M.T^^y0J^B^^^^^. 
Mark G. Davis (D.C. Bar No. 4122^$) 
John R. Fuisz (D.C. Bar No. 439698) 

McDERMOTT, "WILL & EMERY 
60013th St., N.W. 
Washington, D.C. 20005-3096 

Attorneys for Medtronic Vascular, Inc. 




UNITED STATES DISTRICT JUDGE 



WDC9? 853493-4.052734.0050 
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CERTIFICATE OF SERVICE 



The undersigned hereby certifies that a true copy of the STIPULATION AND, 

ORDER was served this 18th day of February, 2004, as follows; 

• ' ' • '"■ * "•• \ 

Gidon D. Stern (Via Federal Express) 
.'■Thomas E. Friebel 
JonesDay ' \ . 

t • 222 East 41st Street 

. New York, NY 10017 

Counsel for Plaintiff Scimed Life Systems, Inc. 

Robert J. Koch (Via Hand Dehvery) 
Fulbnght & Jawojski 
80i.Pennsylyaiiia Ave., N.W. ■ 
Washington, DC 20004 

Attorney for Defendant Eric C Martin. 
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UNitEt) STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



SCIMED LIFE SYSTEMS, INC,, 
Plaifttiff, 

v. 

MEDTRONIC VASCULAR* INC., 

Defendant and Cbuhterclaimant, 

and ERIC C. MART IN, . 

Defendant and Counterclaim-Defendant. 



FILED 

SEP ! 32004 
us-dottcouht • 



CASE NO. 1:01CV2015 (RJL) 



PROTECTIVE ORDER 

WHEREAS, l&edtro'nic Vascular, Inc. ("Medtronic") and Scimed Life Systems, Inc. 
("Scimed") each fhay seek disfcpVery or documents, information or other materials which may 
contain or relate to, Mter alia, valuable research, development, commercial, financial and 
technical proprietary data, 6r other information that another party or a nonparty regards as 
confidential, proprietary or trade secret information of another party or of a nonparty in the 
above-captioned acti6n (the "Action"); 

IT IS HEREBY ORDERED that the following Protective Order be entered in this Action: 
1. this Protective Order shall cover all information, documents,, or tangible items 
disclosed and/or produced in connection with any discovery taken in the above-captioned action 
pursuant to the Federal Rules of Civil Procedure and Local Rules of Civil Practice and Procedure 
of the United States District Court for the District of Columbia or disclosed and/or produced in 
connection with any hearings or other proceedings in the above-captioned action. All 



informatioii^^ddaments, or tangible items covered by this Protective Order shall be used only for 
the purposes ;of this Utigation and shall not be used for any purpose outside of this litigation. 
2. The following classification shall apply: 

a. ''Confidential Information" shall mean, and include any document 
(whether in hard copy or electronic or computer readable form), thing, deposition testimony, 
interrogatory answers, responses to requests for admissions and/or production, or other 
information provided in discovery in this Action ("Discovery Material"), which contains 
non-public, cofrfidential or proprietary information, whether personal or business-related, 
including but riot limited to information that constitutes, reflects, or concerns trade secrets, 
know-how or proprietary data, business, financial or commercial information, the disclosure of 
which is likely to cause harm to the competitive position of the party making the confidential 
designations on Discovery Material ("the Designating Party"). 

b. All such Confidential designations shall be made in good faith by the 
Designatiiig £arty and made at the time of disclosure, production, or tender to the party receiving 
the same ("Receiving Party**), or at such other time as permitted by this Protective Order, 
provided thai the inadvertent: failure to so designate does not constitute a waiver of such claim, 
and a party may so d&igftafe Discovery Material after such Discovery Material has been 
produced, with the effect that such Discovery Material is thereafter subject to the protections of 
this Protective Order in accordance with such designation. 

c. When the Designating Party produces files, records or materials for 
inspection, no marking need be made in advance of the inspection. All files, records, and 
materials subject to inspection shall be treated as "Confidential." Upon selection of files, 
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records, or riiaterials for copying, the witness or producing party shall mark the copies with the 
appropriate biassification prior to production to the inspecting party. 

; d. A Confidential Designation shall constitute a representation that sueh 
Discovery Material has bben reviewed by an attorney for the Designating Party and that there is a 
valid basis fOf such designation. 

3. v The desi^atioii of discovery Material as Confidential in the form of documents, 
responses tojffeqiiests for admission and interrogatories, or other tangible materials (including, 
without limitation, Ob-RpMs and tapes) other than depositions or other pretrial testimony shall 
be made by the Designating Party in the following manner 

a. Documents designated "Confidential" shall be so marked by 
conspicuously affixing the legend "CONFIDENTIAL SUBJECT TO PROTECTIVE ORDER" 
on each page containing any Confidential Information (or in the case of computer medium on ftfe 
medium and its label aind/or cover) to which the designation applies. Such designated Discovery 
Material shall be identified by Bates number. To the extent practical, the Confidential legend 
shall be placed near the Bates number; 

4. Confidential Information: shall not include any Discovery Materials which: 

a. Have been or become lawfully in the possession of the Receiving Party 
through communications other than production or disclosure in this Action, or in other litigation 
for example, is a result of legitimate business dealings between the parties, unless thosb 
documents are covered by a septate non-disclosure or confidentiality agreement, in whidi case 
the Receiving Party m*y continue to use such documents in the course of its business subject to 
those ajgreenietnts; or 
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b. Have been or become part of the public domain by publication or 
otherwise and not due to ahy unauthorized act or omission on the part of the Receiving Party or 
any of its authorized representatives or designees under this Protective Order, Nothing herein 
shall impose any restriction oh the use or disclosure by a party or nonparty of its own documents 
or inf onhattoh. 

5. Subject to paragraph 6 of this Protective Order, "Qualified Persons" haying access 
to Discovery: Material designated "Confidential Information" under this Protective Order, in this 
Action are: 

a. Mcberitobtt, Will & Emery LLP, attorneys of record for Medtronic, their 
stenographic, clerical and paralegal ethployees whose duties and responsibilities require access 
to such materials; 

b. Jones Day, attorneys of record for Scimed* their stenographic, clerical and 
paralegal employees whbse dutieis arid responsibilities require access to such materials; 

c. For eddh party, a total of three (3) in-house counsel or patent agents 
(collectively u in-hduse counsel") whose names are listed below and who have responsibility for 
maintaining, defending or evaluating this litigation. The approved in-house counsel are as 
follows: 









Name 
Titie 


Sue R. Haiyersdn 
Vice President, 
Assistant General Counsel, 
Litigation , _ ' 


Luke R. Dohmen 

Vice President and Chief Patent 
Counsel, Sdmed Life Systems, Inc. 


Name 
tifle : 


Michael J. Jafb ■ 
Chief Patent.iCoiinsel 


Peter J. Gather 

Director and Managing Counsel for 
Cardiology Litigation, Scimed Life 
Systems, Inc. 



Naifife 
title; 



Steven A. McAuley 

Patent Counsel, Scimed life 

Systems, Inc. 



The parties may id^tify aiflditioM in-house counsel who meet[s] the above criteria for inclusion 
on this list following execution of this Protective Order by providing written notice of the names 
of the additional in-house counsel to the other parties pursuant to Paragraph 7, The parties to this 
Action may substitute in-hbtiSe cbiinsel who meet the above criteria for good cause shown; 

d Retained independent consultants or experts, for purposes of this Actioft 
only (as w&l as thfeir staff, kteriographic, and clerical employees whose duties and 
responsibilities recfuire access to such materials) who are not current employees of any party to 
this litigation; or any direct competitor of any party to this litigation; 

e. The Court, Court personnel, and stenographic and video reporters engaged 
in proceedings incident to this Action; 

f. Outside document copying services, document coding or computerization 
services, trial ; graphics consultants, jury and trial consultants, and other entities retained by 
counsel of record to aici in the preparation of or in the trial of this action. The class of persons 
identified in this subsectioii does not include any independent consultants or experts as set forth 
in subsection (d) above. Notwithstiidihg any other provision of this Protective Order, access tb 
Confidential documents Shall be permitted to the entities listed in this subsection (f), withoui 
need for the.coifipletion of Exhibit A or the execution of Exhibit B. The outside counsel 
providing Confidential dcxhimerits to an entity listed in this subsection shall be responsible for 
that entity's cdinpliaace with the provisions of this Protective Order. 



6. Qualified Persons defined in paragraph 5(d) shall be allowed access to 
Confidential Morniatibti only after complying with the following procedure: 

. a. A Receiving Party who desires to give access to Discovery Materials 
designated fry anb%er party oir witness as Confidential Information to a person described in 
paragraph 50) shall first provide written notice to the Designating Party of the proposed person 
to receive' such materials. The written notice shall include a written list, in a form similar to 
Exhibit A hereto, setting. forth the name of die person, his or her occupation, and business 
address, a curriculum vitaeand disclosure of any past or current relationship with any party in 
this Action. The Designating Parry shall have seven (7) business days after receipt of the written 
notice to object in writing to the disclosure of Confidential Information to the proposed expert or 
consultant If the parties are unable to resolve that objection, the objecting party shall, no later 
than five (5) business days after objection, move the Court for an order prohibiting the disclosure 
at issue, the objecting patty shall have the burden of persuasion that disclosure should not be 
made. A failure by die Designating Party to timely serve an objection or file a motion shall be 
deemed to constitute approval of disclosure to the proposed person. If a written objection and * 
timely motion to prohibit disclosure has been made, no Confidential Information shall be made 
available to the proposed expert or consultant unless and until the Court rules that disclosure can 
be made. This objection procedure does not apply to the approved individuals already listed in 
paragraph 5(c); 

b. Befdre receiving any Confidential Information, the person shall b& 
furnished, with a copy of this Protective Order and shall acknowledge, by executing the 
acknowledgrrieht form attached'hereto as Exhibit B, that he or she has read this Protective Order, 
understands it and agrees to be bound by it, and also expressly consents to the jurisdiction of this 
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Court in connection with any proceeding or hearing relating to the enforcement of this Protective 
Order. In-hciuse attorneys authorized to receive Confidential Information shall not be required to 
execute theiibkiibwledgment form, but shall otherwise be bound by its terms; 

c. Outside cotiiisel for each Receiving Party shall retain a copy of each such 
written list (Exhibit A) and.ackhbwledgment form (Exhibit B), and shall serve opposing counsel 
with a copy of these documents upon request and thereafter upon revision of such documents. 

7- Confidential Information and the substance or content thereof, including any 
notes, memoranda or other similar documents relating thereto, shall be used by a Receiving Party 
and its authorized representative or designees under this Protective Order solely for the purpose 
of this Actidn ahd any appeals therefrom, and shall not be made available, or disclosed, or 
summarized id any persons, including the parties, other than as permitted by paragraphs 5-6 of 
this Protective Order. Confidential Information shall be maintained by the Receiving Party 
under the overall supervision of outside counsel. 

8. ; Any person in possession of Confidential Information shall exercise care with 
regard to the storage, custody or use of such Confidential Information in order to ensure that the 
Confidential nature df the samfe is maintained. 

9. If Confidential Lnformatipn is disclosed to anyone other than in a manner 
authorized by this Protective Order, the party responsible for such disclosure must: (a) 
immediately bring ail pertinent facts relating to such disclosure (including to whom the 
disclosure was; blade and the specific documents or information disclosed) to the attention of the 
Designating I%rty of the Confidential Information; (b) retrieve such informatipn, or, where the 
information is not retrievable, certify that it has been lost or destroyed and that no copies are 
within the possession, custody or control of unauthorized recipients of the information, 
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documents, or, fnatefials; and (c) request that the person to whom the information was disclosed 
sign an acknowledgement in the form of Exhibit B; and (d) prevent further disclosure. 

10. . Wheii Confidential Information is discussed, quoted or referred to in aiiy 
deposition, the disclosing party shall ensure that only persons permitted by paragraph 5 of this 
Protective Orider to have access to such Information are present. During any hearing or triiii 
persons not authorized to have access to confidential information shall be asked to leave the 
courtroom when such Confidential Information is being published, the confidentiality of 
evidence not published in open court during any hearing or trial is not waived. 

11. During the course of preparing for a deposition or testimony, a fact 
deponent/witness may be shown Confidential information from another party's documents 
strictly limited to those documents which on their face reveal that they were authored or received 
in the normal course of business by the deponent/witness. Use of Confidential Information 
during a deposition shall be subject to compliance with this Order. 

11 Any deposition transcript containing Confidential Information shall be marked on 
the cover as Confidential Pursuant To Protective Order,* 4 and shall indicate as appropriate 
within the transcript what information has been so designated. Whenever possible, the 
stenographic reporter shall be requested prior to the deposition (where the attorneys have reason 
to believe the testimony will contain Confidential Information) or when the Confidential 
Information is i disclosed (when not previously anticipated) to separate those portions of the 
transcript containing Confidential formation and separately bind ft from the non-confidential 
portions. However, a party may designate.any portion or all (if appropriate) of the transcript as 
containing Confidential ^formation by so advising, with reasonable precision as to the affected 
testimony, the deposition reporter, who shall accordingly indicate in the deposition transcript 
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what portions) of the testimony (or exhibits thereto) were so designated* or by so advising all 
other patties .m .wridng, and with page and line designations, within ten (10) business days after 
receipt of flib traristript tJntil ten (10) business days have passed after the receipt of any 
transcript, thit entite txainstiripi shall bb deemed to be Confidential. In the event of disagreement 
about the cdhfidehtial status of a deposition transcript, it shall continue to be treated as 
Confidential iiiitii tife Cotirt tilled otherwise. 

13. Any De&ghating Ptfrty may redact from the documents and things it produces (i) 
sensitive matter riot relevant to the subject matter of this litigation, and (2) matter that tfefe 
Designating Party claims is subject to attorney-client privilege, woric product immunity, a legal 
prohibition against disclosure* private patient medical data, or other privilege or immunity. The 
Designating Party shall mark each document or thing where matter has been redacted with a 
legend stating "REDACTED FOR RELEVANCE" or "REDACTED FOR PRIVILEGE" as 
appropriate, 6r a comparable notice. Where a document consists of more than one page, at leak 
the first page and each pag6 on which Mdrmation has been redacted shall be so marked. The 
Designating Party shall preserve an unredacted version of each such document Hus provisicrti 
shall not affedt any Obligation to provide a log of information redacted or otherwise withheld oii 
the basis of attdniey-dtent privilege, woik product immunity, a legal prohibition against 
disclosure, ot other privilege or itmriunity. 

14. J Any pleading, paper or other document filed in this action which contains or 
discloses Confidential IdFormatibii shall he filed under seal and shall be maintained under seal 
according to file terms of this iWktive Order or as otherwise determined by the Court When 
filing pleadings, motions, briefs, discovery materials, and other papers, which contain 
Confidential fcifonhation, the party so filing shall designate the following on the fust page of 
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filed documents: "Filed Under Seal - Subject To Protective Order - Contains Confidential 
Material - Mlay Only Be Opened by Order of the Court" and shall otherwise comply with the 
Court's order on the subject. 

15. Entering iiitof, agreeing to and/or producing or receiving Confidential Information 
or otherwise Emptying with the terms of this Protective Order shall not: 

a. Operate as an admission by any party that any Discovery Material 
designated as ^ Confidential. Informal contains or reflects trade secrets or any other type of 
confidential 6i proprietary iiffbrmation entitled to protection under applicable law; 

b. " Prejudice in any way the rights of any party to object to the production of 
documents it fcdnsidete not subject to discovery, or operate as an admission by any party that the 
restrictions and prbcfediirfes set forth herein constitute adequate protection for any particular 
information de&ned by any party to be Confidential Information; 

, c. Prejudice in any way the rights of any party to object to the authenticity dr 
admissibility into evidence of any document, testimony or the evidence subject to this Protective 
Order; 

d. Prejudice in any way the rights of any party to seek a dpt^nnination by the 
Court whether any Discoverer Material or Confidential Information should be subject to the terms 
of this Protective - Order, 

e. Prejudice in any Way the rights of any party to petition the Court for ia 
further protective order, or mMficatioii or amendment of this order, relating to any purportedly 
Confidential Stifomatibri; 
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; f. Prejudice.in any way the rights of any party to petition the Court for 
permission to disclose or use particular Confidential Information more broadly than. would 
otherwise be piSrmitted by the terms of this Protective Order; or 

g. Prevent any Designating Party from agreeing to alter or waive the 
provisions of protections provided for herein with respect to any particular Discovery Material 
designated as Confidential Information by that party. 

16. If a party disagrees with any designation of Confidential ^formation, such party 
shall first make its objection known to the producing party and request a change of designation. 
The parties shall first try to resolve such dispute in good faith on an informal basis. If the dispute 
cannot be resolved, the party challenging the designation may request appropriate relief from the 
Court no sooner' than five (5) days following the service of a written notice of disagreement. The 
burden of proving thai herniation has been properly designated as Confidential is on the party 
making such designation. Until a determination by the Court, the information in issue shall be 
treated as originally designated by the producing party. Any failure to object to any material 
being designated as Confidential shall not be construed as an admission by any non-designating 
party that the material constitutes or contains a trade secret or other confidential information. 

17. All provisions of this Protective Order restricting the use of information obtained 
during discovery shall continue to be binding on the parties and all persons who have received 
information under this Protective Order, after the conclusion of this action, including all appeals' 
until further C-rder of the Court, unless the parties agree otherwise in writing. Upon, conclusion 
of this matter, outside experts and consultants shall return or destroy all Confidential Information 
in their possession, including notes or other documents prepared relating to such information. 
Any and all originals and copies of Discovery Materials designated Confidential (including all 
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originals or Copies in the possession of any outside experts or consultants, and any notes or other 
documents pffepared by such persons relating to any Confidential Materials) shall, at the request 
of the producing party, be returned to the party within sixty (60) days after a final judgment 
herein or s&tiaiient of this Action, or, at the option of the producing party, destroyed in that timfc 
frame, except that outside counsel for each party may maintain in its files one copy of each 
pleading filed with the Cdiirt, each deposition transcript together with the exhibits marked at the 
deposition, and dbcuments constituting work product which were internally generated baswl 
upon or which include Cbnfidefitial Information. In the event that outside counsel maintahis 
such documents, it shall riot disclose material containing any type of Confidential Information tb 
another party absent subpoena or court order. In the event that documents are returned to or 
destroyed at the request of the producing party, the other party or its outside counsel shall certify 
in writing that ail such documents have been returned or destroyed, as the case may be. 

1 8. By entering this Protective Order and limiting the disclosure of information in this 
case, the Court does not intend to preclude another court from finding that information may be 
relevant and subject to disclosure in another case. Any person or party subject to this Protective 
Order who becomes subject to a motion to disclose another party's information designated 
Confidential Inf onnatiori pUiSiiaht to this Protective Order shall promptly notify that party of the 
motion so that the party may have an opportunity to appear and be heard on whether that 
information should be disclosed, tf any Receiving Party is subpoenaed in another action, served 
with a demaiid iri another 'abtibn to which it is a party, or served with any other legal process by 
one not a party to this action seeking information which was produced or designated as 
Confidential by Someone other than the receiving party, the receiving party shall transmit a copy 
of such subpoena, demand, Or legal process, by hand or facsimile transmission, within three 
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business days of receipt 6f such subpoena, demand* or legal process, to the producing party and 
prepare timely objections to production of the Confidential Information. Should the person 
seeking access to thb CofcRdeiitial Information take action against the receiving party or anyone 
else covered py this Protective Order to enforce such a subpoena, demand, or other legal proces^, 
the receiving party shall tespond by setting forth the existence of this Protective Order. Nothing 
herein shall be construed as requiring the receiving party or anyone else covered by this 
Protective Order to challenge or appeal any order requiring production of information covered by 
this Protective Ordfcr, subject itself to any penalties for noncompliance with any legal process 6r 
order, or seek any relief ftoih this Court 

19. ; The inhdverteM production in discovery of any privileged or otherwise protected 
or exempted itfoimation, as well as the inadvertent production in discovery of information 
without an appropriate desighation of confidentiality, shall not be deemed a waiver (Sr 
impairment of any claim dr privilege or protection including but not limited to the attorney-client 
privilege, the protection afforded to work-product materials or the subject matter thereof, or thb 
confidential miture of any sudh Mormation, provided that the producing party shall immediately 
notify the Receiving Patty in Vmting when inadvertent production is discovered. Upon receiving 
written notice from the producing party that privileged information or work-product material has 
been inadvertehdy produced, all such infonnation, and all copies thereof, shall be returned to th<* 
producing pairty, . *ind the Receiving Party and counsel shall not use such information for any 
purpose. Any analysed, memoranda or notes which were internally generated based upon such 
inadvertently-produced information shall immediately be destroyed. 

20. Any violation of the terms of this Protective Order shall be punishable by money 
damages, interim or final injunctive or other equitable relief, sanctions, contempt of court 
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citation, or sufch othfef or additional relief as deemed appropriate by the Court The foregoing 
remedies shall be in addition to any other common law or statutory relief available for violatioi 
of the terms 6f this' Protective Order. 

2L Discovery Material produced by third parties may be designated by them as 
Confidential fefotthatioli pursuant to the terms of this Protective Order and, when so designated; 
shall be treated by the parties in cohf birmance with this Protective Order, 

22. The Court retairis jurisdiction subsequent to settlement or entry of judgment to 
enforce the tefiriis 6f this Protective Order. 



AGREED: 
OF COUNSEL 




Donna M. Tanguay (D.C. Bar No. 414496) 
John R, Fuisz (D.C; Bar No. 439698) 
Stephen K. Shahida (D.C. Bar No. 454970). 
McDERMOTT, WILL & EMERY 
600 13th StrefctjN.vV: 
Washington, D.C. 20005-3096 
(202)756-8000 

Attorneys fofl Defendant and Couhterclairnant 
Medtronic Vascol'ai'i Ittc. 



OF COUNSEL: 




GidonD. Stern 
Thomas E. Friet>el(b.C.fcarNo. 290627) 
Cathariha J. Chin Eiig 
JONES DAY 
222 East 41st Street 
New York, NY 10017 

Max Bachrach (Die. Bar No. 477267) 
JONES DAY 

51 Louisiana Avenue N.W.\ 
Washington, DC. 20001-2113 
(202)496-4456 

Attorneys for Plaintiff 
Schhed Life Systems, Inc. 



y - 2004 



,2004 



* The patties, having entered into the above stipulation, and having shown good 
cause herein, it is SO ORDERED: ^**f 

JUaaJ 
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EXHIBIT A 

LIST OF QUALIFIED PERSONS, paragraphs 5(c) and 5(d) 
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EXHIBITS 



UttTTED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 



SCMED LIFE SYSTEMS, INC., 
Plaintiff, 

v. 

MEDTRONIC VASC^JLAfe, INC., 

Defendant and Counterclaimant, 

and ERIC C. jviARTTN, 

Defendant £nd C^uMertlaim-Defendaiit 



CASE NO, 1;01CV2015 (RJL) 



I heteby certify (i) my understanding that Discovery Material and/or Confidential 
Information are being ptbvided tb nie pursuant to the terms and restrictions of the Protective 
Order (the "6rder") entered by the United States District Court for the District of Columbia (the; 
"District Court*) in this Actioh, and (ti) that I have read the Order. I understand the terms of the 
Order, I agree to be fully bound by the Order, and I hereby submit to the jurisdiction of the 
District Court frir ptirjtoses of enforcement of the Order. I understand that violation of the Order 
may be punishable by Contempt of court, or other sanction, penalty, injunction, or damages 
available at 14w or equity. 

Dated: '<• , . Signature: , 

Naine: 
Address: 




IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 




SCIMED LIFE SYSTEMS, INC, 



Plaintiff 



v. 



Case No. 1:01 CV 02015 RJL 



MEDTRONIC VASCULAR, INC., and 
ERIC C. MARTIN 
Defendants 



JOINT STIPULATED REQUEST TO EXTEND DISCOVERY 

Plaintiff Scimed Life Systems, Inc. and Defendant Medtronic Vascular, Inc. jointly and 
respectfully request this Court to extend the discovery deadline and all subsequent dates in this 
case by two months. 

The parties have engaged in written discovery with all deliberate speed. In order to avoid 
any duplication of efforts, however, depositions have not taken place pending the completion of 
all document production. Given the number of witnesses located in and outside the United States 
and the fast approaching holiday season, the parties jointly propose the following extensions of 
the dates set forth in the Court 5 s Scheduling Order: 

Close of factual discovery February 1 , 2005 

Deadline for filing discovery motions February 1 5, 2005 

Service of expert reports on those March 1 4, 2005 

issues as to which a party has the 
burden of proof 




Service of expert reports on those April 1 5, 2005 
issues to which opposing party has the 
burden of proof 

Completion of expert depositions May 25 * 2005 

Deadline for filing suinmary judgment June 22, 2005 
motions 

(The parties are not precluded from filing summary judgment motions prior to this date.) 

Opposition to suinmary judgment motions 21 days after filing of motion 

Reply memorandum in support of 14 days after filing of opposition 
summary judgment motions 

Hearing oil summary judgment motions To be scheduled by Court 

The pretrial conference On or after July 25, 2005 



Respectfully submitted, 
Gidon D. Stern 

Thomas E. Friebel (D.C. Bar No. 290627) 

Catharina j. Chin Eng 

JONES DAY 

222 East 41st Street 

New York, NY 

Attorneys for Plaintiff 

Scimed Life Systems, Inc. 



It is so ORDERED 

Dated November 3- , 2004 




Donna M. Tanguay (D.C. Bar No. 414496) 
John R. Fuisz (D.C. Bar No. 439698) 
Stephen K Shabida (D.C. Bar No. 454970) 
McDERMOTT, WILL & EMERY 
600 13th St., N.W. 
Washington, D.C. 20005-3096 
Attorneys for Defendant 
Medtronic Vascular, Lie. 



Honorable Richard J. Leon 
United States District Judge 
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